REMARKS 

This reply is responsive to the Office communication received February 1, 2001 ("Final 
Notice") from the Patent and Trademark Office ("PTO") with a cover sheet devoid of the 
identifying data. The Final Notice states that applicants 5 June 29, 2000 Request for 
Reconsideration ("June '00 Request") was not fully responsive to the PTO Office 
communication mailed June 8, 2000 ("First Notice"). The Final Notice further states that the 
instant application will be deemed abandoned if applicants do not sufficiently answer within one 
month the 35 U.S.C. § 1 12, first paragraph rejections raised by the Examiner in an Office Action 
dated January 6, 1998 ("January '98 Office Action"). 

In response, applicants have amended the claims to more clearly conform the claims to 
the specification and correct typographical errors and infonnalities^ Applicants^respectfully— 
traverse the Examiner's assertion that the June '00 Request was not fully responsive. However, 
in order to expedite the prosecution of this application, applicants submit herewith as Appendix 
A, a chart that provides detailed specification support citations to applicants' 1981 and 1987 
specifications for each claim element. This chart plainly establishes that (i) applicants were in 
possession of the claimed invention at the time that the 1981 and 1987 applications were filed, 
and (ii) continuity under 35 U.S.C. § 120 was properly established and maintained from the filing 
of the 1981 application, through the filing of the 1987 application, and through the filing of the 
present application. Accordingly, applicants respectfully submit that this application is in 
condition for allowance in view of the information provided herewith, and applicants' remarks 
set forth in the July 2, 1998 Amendment and Request for Reconsideration ("July '98 
Amendment). 



I. THE REJECTION UNDER 35 U.S.C. § 1 12, FIRST PARAGRAPH 

The January '98 Office Action included a rejection of claims 2-11 and 14-22 under the 
written description requirement of § 1 12, first paragraph. The Examiner asserted in the January 
'98 Office Action that the claims contain "subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed invention." 
(emphasis added.). The Examiner included a specific list of claim limitations deemed not to be 
"supported by the specification as originally filed"* (emphasis added). Significantly, the 
Examiner did not reject or even question applicants' claim of priority to the 1981 application. 

1. Possession of the claimed invention in 1981 

Based on the rejection made by the Examiner in the January '98 Office Action, applicants 
submit they were required to show that they had possession of the claimed invention in 1981. In 
Vas-Cath Inc. v. Mahurkar, 935 F.2d 1555,19 USPQ2d 1111 (Fed. Cir. 1991), the court of 
appeals reaffirmed: 

...that 35 U.S.C. 112, first paragraph, requires a "written 
description of the invention" which is separate and distinct from the 
enablement requirement. The purpose of the "written description" 
requirement is broader than to merely explain how to "make and use"; the 
applicant must also convey with reasonable clarity to those skilled in the 
art that as of the filing date sought, he or she was in possession of the 
invention. 

Vas-Cath Inc. at 1563 (emphasis added). The instant application properly claims priority under 
35 U.S.C. § 120 to the filing date of the 1981 application. Applicants made their claim of 



January '98 Office Action at 10. 
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priority on the record well before the January 6 98 Office Action. 2 Each claim in the instant 
application thus has an effective filing date of November 3, 1981 and the specification "as 
originally filed" is the specification filed with the 1981 application. The Vas-Cath Inc. ruling 
requires that applicants show possession by referring to the 1981 specification. The July '98 
Amendment includes, in section II.D, a 2 page reply to the §112 "possession" rejections. The 
response distinctly and specifically demonstrates that the originally filed specification describes 
the claim limitations and that applicants were in possession of the claimed inventions when the 
1981 application was filed. The response includes detailed and specific references to the parent 
Patent No. 4,694,490 indicating where each claim limitation is described. 

2. § 120 continuity objections 

The Examiner's comments suggest that he has taken issue with applicants' claim of 
priority to the 1981 application. Applicants first wish to note that no rejection or objection was 
made in the January '98 Office Action with respect to applicants' claim of priority to the 1981 
application. However, to the extent the Examiner now has any concerns regarding continuity, 
applicants respectfully submit that those concerns are addressed by the attached Appendix A, 
which demonstrates that both the 1981 and 1987 specifications fully support the subject matter 
claimed in the present application, and that applicants were in possession of that subject matter at 
the time the 1981 and 1987 applications were filed. Appendix B provides further evidence of 
continuity by demonstrating where each phrase of the 1981 specification is included in the 
written description of the 1987 specification. Because it has now been shown that applicants 
were in possession of the claimed invention in 1981 and 1987, and that continuity was properly 

2 See, e.g. p. 15, Response and Amendment Under 37 C.F.R. § 1.1 1 1, filed October 3, 1997. 
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established and maintained, applicants respectfully request that the rejection under 35 U.S.C. § 
112 be withdrawn. 

There is no requirement in either 35 U.S.C. §§ 112 or 120 that a parent application be 
incorporated into a subsequent application claiming priority therefrom either by reference or by 
verbatim repetition. "In order to determine whether a prior application meets the 'written 
description' requirement with respect to later-filed claims, the prior application need not describe 
the claimed subject matter in exactly the same terms as used in the claims; it must simply 
indicate to persons skilled in the art that as of the earlier date the applicant had invented what is 
now claimed." Eiselstein v. Frank, 52 F.3d 1035, 34 U.S.P.Q.2d 1467, 1470 (Fed. Cir. 
1995)(citation omitted)(quoting Vas-Cath v. Mahurkar, 935 F.2d 1555, 1561, 19 U.S.P.Q.2d 
1111, 1116 (Fed. Cir. 1991)). "[IJpsis verbis disclosure is not necessary to satisfy the written 
description requirement of section 112. Instead, the disclosure need only reasonably convey to 
persons skilled in the art that the inventor has possession of the subject matter in question." 
Fujikawa v. Wattonasin, 39 U.S.P.Q.2d 1895, 1904 (Fed. Cir. 1996)(quoting In re Edwards, 568 
F.2d 1349, 1351-52, 196 U.S.P.Q. 465, 467 (C.C.P.A. 1978)). Applicants respectfully submit 
that Appendices A and B submitted herewith demonstrate that applicants have complied with 
these requirements. 

3. The June 29, 2000 Request for Reconsideration was proper 

Although applicants firmly believe that Appendix A resolves all of the § 112 issues raised 
in this application, applicants wish to clarify for the record the confusion surrounding applicants 5 
June 29, 2000 Request for Reconsideration ("June '00 Request"). The June '00 Request was 
responsive to the June 8, 2000, Office Communication ("First Notice") in which the Examiner 
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stated that applicants did not overcome the § 112 challenges raised in the January '98 Office 
Action. Applicants wish to note, however, that it was unclear from the brief First Notice as to 
whether applicants were entitled to reply. Indeed, in the First Notice, the Examiner cites 
language emphasizing that "[i]n no case may an applicant reply outside of the SEX (6) MONTH 
statutory period or obtain and extension for more than FIVE (5) MONTHS beyond the date for 
the reply set forth in an Office Action." 3 (emphasis original). The time period for reply expired 
23 months prior to the First Notice. No extension was granted in the Notice. Accordingly, the 
Examiner's statement that "[a] fully responsive reply must be timely filed to avoid abandonment 
of [the instant] application" appeared to preclude the correction of the alleged deficiency. 
Applicants, therefore, replied in the form of a Request for Reconsideration to explain why the 
July '98 Amendment was fully responsive. Applicants' June Request fully addressed the issues 
raised in the one page First Notice. Applicants were of the view that the June Request would 
advance the prosecution of this application by eliciting an allowance or an Office Action on the 
merits to which applicants would be afforded an opportunity to respond. 

II. APPLICANTS HAVE DILIGENTLY AND VIGOROUSLY PROSECUTED 
THEIR APPLICATIONS 

In addition to the issues relating to the rejection of the present application under § 112, 
and the § 120 concerns raised in the Final Notice, the Examiner describes several situations in 
which he believes that applicants have acted improperly. The Examiner has asserted that 
applicants have unreasonably and prejudicially delayed the prosecution of the instant and related 
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applications. The Examiner appears to suggest that this behavior constitutes grounds for the 
denial of patents on the basis of laches. 

Applicants respectfully submit that the foregoing discussion and the accompanying 
Appendices A and B fully and completely address the outstanding rejection under 35 U.S.C. § 
112 in this application, as well as the Examiner's concerns relating to continuity. Nevertheless, 
applicants are concerned about the nature of the Examiner's comments on the additional matters 
and provide the following brief remarks to clarify the record. Applicants reserve the right to 
further respond to the Examiner's concerns if the circumstances warrant it, including, for 
example, if formal rejections are issued based on any of those concerns. 

1. Alleged unreasonable delay 

The Examiner expressed the view that applicants have unreasonably delayed the 
prosecution of their applications, and implied that applicants had sinister motives for doing so. 
Applicants strenuously object to this assertion. Applicants have been and continue to be of the 
view that their interests, and the public's interests, are best served by a thorough but expeditious 
examination process. The record demonstrates that applicants have vigorously prosecuted their 
applications, and have gone to great lengths to cooperate with the PTO to streamline the 
examination process. For example, applicants fully cooperated with the PTO in developing and 
implementing a consolidation strategy, through which applicants' 329 pending applications were 
reduced to 79 applications organized into 56 subject matter-based groupings. 4 Applicants have 
responded in detail to hundreds of Office Actions issued since June 1995, and in all respects, 

4 This process cost applicants over $500,000 in new filing and other PTO fees, and over $1 million in attorneys 
fees. 
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vigorously pursued and urged allowance of the corresponding applications. Applicants' replies 
have included, when requested, detailed specification support citations (including to the 1987 
specification), and a correlation of every phrase in the 1981 specification to the 1987 
specification. A table listing 22 cases in which such specification support and correlations were 
filed is attached as Appendix C. Applicants note that initially, these efforts proved fruitful, in 
that nine applications were allowed and another sixteen were indicated to be allowable after 
thorough examinations. Several other applications were indicated to include allowable claims. 
As the Examiner is aware, all of these allowances appear to have been withdrawn. But 
significantly, applicants urged that the allowed cases should be permitted to issue on the merits. 
This conduct, and efforts described above, are plainly not consistent with the notion that 
applicants have engaged in activities intended to delay prosecution of their applications. 

2. The laches "rejection" is improper 

Applicants dispute that there is any basis in law or fact for applying the doctrine of laches 
to deny the issuance of patents with respect to the 79 co-pending applications. As discussed 
above, applicants have diligently and vigorously prosecuted all of applicants' related 
applications. Applicants have not acted to delay the issuance of any patent from this application 
or any of applicants' related applications. No factual basis exists for applying an equitable theory 
to reject applicants' claims. 

Furthermore, the PTO does not have the legal authority to reject claims on the basis of 
laches. The Patent Act of 1952 expressly permits applicants to claim the benefit of the filing date 
of an earlier filed application. No restrictions are placed on the time period in which applicants 
may bring claims that are supported by an earlier filed application. To the best of applicants' 
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knowledge, no court has denied enforcement of any patent claim on the basis of prosecution 
history laches since the enactment of the 1952 Act. Moreover, neither applicants nor the 
Examiner can cite a single instance in which prosecution laches has been applied by the PTO to 
deny the issuance of a patent. 

The only authority that the Examiner cites to suggest that the PTO can exercise the 
doctrine of laches is a decision by the Board of Patent Appeals and Interferences ("BPAI") in 
which laches was not applied. In Ex parte Hull, the BPAI asserted that it had the power to apply 
laches on the basis that it was unaware of any statute or case law "which would prohibit the 
Patent and Trademark Office from invoking an equitable doctrine in refusing to take some action 
such as the issuance of a patent." 5 Applicants submit that the fact that a federal agency is not 
aware of any statute or case law which would preclude it from taking some action is not 
sufficient to establish that the agency in fact has the authority to take such action. The PTO is a 
creation of statute. As such, it can act only within the bounds of the statute by which it is 
created. By the admission of the BPAI, it cannot find any statutory or judicial authority granting 
the PTO the authority to apply the doctrine of laches to reject a claim. Applicants are unaware of 
any statutory or case law created in the 25 years following the BPAI's decision in Ex parte Hull 
which would give the PTO the power to apply the equitable doctrine of laches to deny the 
issuance of a patent. 

Assuming arguendo that the BPAI was correct, the PTO still could not apply laches to 
reject applicants' claims. In Ex parte Hull, the BPAI was addressing a situation where an 
Examiner was seeking to reject on the basis of laches, the sixth application filed in a series of 

5 Ex parte Hull, 191 U.S.P.Q. 157, 159 (P.T.O.B.A. 1975). 
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continuation applications. In each of the first five applications, Hull had filed a continuation-in- 
part application after the mailing of a notice of allowance in its parent application and just prior 
to the date upon which the issue fee for its parent was due. 6 Hull then abandoned each of the 
parent applications. 7 Hull admittedly pursued the course of conduct in order to "avoid the 
divulgence of his basic invention 55 . 8 The BPAI ruled that laches could not be applied without 
prior notice. Applicants submit that the fact pattern in the present and co-pending applications is 
clearly distinct. Applicants are not trying to "hide the ball" (their disclosures were published 
years ago). And as the facts discussed herein show, applicants have strenuously argued to obtain 
allowance of their applications. 

3. ITC investigation and judicial notice 

The Examiner states that an administrative law judge's findings in an ITC investigation 
put applicants on notice that they were required to refer to the '87 specification when responding 
to the January '98 Office Action. Applicants respectfully submit that Judge Luckern's findings 
in the ITC investigation addressed enablement rather than possession issues and therefore 
inapplicable and did not put applicants on judicial notice to use the 5 87 specification. . In 
considering the enforceability of applicants' U.S. Patent No. 5,335,277 (" 4 277"), Judge Luckern 
ruled that the '277 patent must be enabled by the written description contained in the c 277 patent 
rather than the '81 specification. 9 Enablement can be established only within the four corners of 

6 id 

7 Id 

8 Id at\59-\60. 

9 See p. 152 of the "Initial Recommended Determinations", Certain Digital Satellite System (DSS) Receivers and 
Components Thereof, USITC, Inv. No. 337-TA-392, (October 27, 1997). 
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an application's specification. Thus, one must determine enablement from the specification 
contained in the application itself. Sections 1 12 and 120, on the other hand, require that one look 
at the parent application's specification when determining whether a continuation application can 
properly claim priority to the parent application's filing date. 10 

The § 1 12 rejection raised in the January '98 Office Action specifically requested support 
to the specification "as originally filed". No rejection based on enablement was made. Judge 
Luckern did not hold that the '87 specification contained in application Serial No. 096,096 filed 
on September 11, 1987 was the "originally filed description". He ruled only that the '277 patent 
must be enabled by the written specification contained in the '277 patent which was issued on 
application Serial No. 56,501, filed on May 3, 1993 (i.e., 6 years after the 1987 application). 11 
Thus, even if § 112 enablement had been raised as an issue in the January '98 Office Action, the 
Judge's ruling would not have required applicants to refer to the '87 specification. 

It is also important to note that Judge Luckern never challenged applicants' claim of 
priority to the 1981 parent application. Continuity was not an issue. The Judge specifically 
found that the 1981 application was the "parent application for each of the '490 patent, the '725 
patent, the '825 patent, the '414 patent, the '654 patent and the '277 patent." 12 Accordingly, the 
ITC findings actually served as confirmation that applicants were required to refer to the '81 
specification in addressing the § 1 12 possession rejection. 



10 See, e.g. Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555 at 1563. 

1 1 See Initial Recommended Determinations, supra Note 9 at 152. 

12 Id at 251. 
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The Examiner further alleges that Judge Luckern reprimanded applicants' counsel for 
practicing deception by referring to the '81 specification and that applicants' counsel, Thomas J. 
Scott, Jr. apologized for the deception. The Examiner did not specifically identify where in Judge 
Luckern' s Initial Investigative Report this reprimand and apology appear. After a thorough 
review of the entire ITC decision, no such reprimand or apology has been found. 

4. Information Disclosure Statements 

The Examiner expressed concern about the number of references cited by applicants in 
information disclosure statements. As discussed by applicants in prior submissions to the PTO, 
the reason for the large number of cited references is that applicants have submitted all of the 
references that were produced to applicants in connection with prior litigation involving patents 
in the same family. Applicants were (and still are) of the view that applicants' duty under 37 
C.F.R. § 1.56 compelled such disclosure. Applicants regret that several administrative 
inadvertencies were made in the course of preparing the submissions for such a large number of 
references. However, applicants note that these errors were promptly corrected once the errors 
were brought to their attention. 

5. Alleged misrepresentation of S 120 requirements 

Applicants agree with the Examiner that § 120 requires applicants to maintain continuity 
through each of the applications included in the chain of priority. After a review of the record, it 
is not clear why Examiner believes that applicants might think otherwise. Section 120 continuity 
rejections/objections were not raised in the January '98 Office Action. Now that applicants are 
being afforded the opportunity to discuss the continuity issue, applicants have responded in 
detail. 
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The Examiner alleges that applicants' counsel, Mr. Scott, attempted to deceive the 
Examiner and the Board of Patent Appeals and Interferences by misstating the law in the 
prosecution of application Serial No. 08/113,329 (" c 329"). In particular, the Examiner claims 
that Mr. Scott rendered the citation deceptive by including the parenthetical phrase "(i.e. it relies 
upon and is supported by the parent application's specification)" relating to "(2) continuity of 
disclosure". Applicants submit that the recitation is a correct reading of the law and deny that 
Mr. Scott attempted to mislead anyone. The meaning of the word "it" is readily discernable 
when one considers the wording of the other parenthetical phrases. Parenthetical phrases 1, 3 
and 4 quoted by the Examiner all refer to the "subsequent" or "continuation" application. The 
word "it" in the parenthetical for (2) can similarly be inferred to mean the "subsequent" or 
"continuation" application. 

Applicants wish to note again that the PTO did not challenge applicants' claim of priority 
to the '81 application in the January '98 Office Action. Therefore, applicants were under no 
obligation to affirmatively demonstrate continuity by establishing support in both the '81 and '87 
specifications. Now that the issue has been raised, applicants have responded completely and 
promptly. There has been no delay caused by applicants. 
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6. Preliminary amendments 

The Examiner alleges that applicants caused unreasonable delay by filing preliminary 
amendments as late as April 23, 1996. Applicants first note that the preliminary amendments 
were timely filed. Moreover, the record shows that the filing of the amendments did not cause 
delay. In the April 3, 1997 Office Action, Examiner Faile stated that the PTO informed 
applicants during an August 13, 1995 interview that "[n]o examination was planned until at least 
late October." 13 Examiner Faile further stated that applicants informed the PTO that they were 
preparing preliminary amendments, but that the PTO cautioned that "the prosecution of the 
applications [would] not be delayed." 14 Thus, applicants were put on notice that examinations 
would proceed whether or not the preliminary amendments were filed. Nowhere in the 
description of the filings and interviews that occurred in 1995 and 1996 does Examiner Faile 
state or even suggest that applicants created any delay by filing preliminary amendments or 
otherwise. 

The Examiner also asserts that applicants caused unreasonable delay when counsel 
Woolston allegedly requested a delay in prosecution of one of the co-pending cases (application 
08/448,116, " '116") as late as Jun 12, 1996. Applicants respectfully disagree with the 
Examiner's characterization of the facts and submit that neither counsel Woolston, nor any one 
else requested a delay of prosecution on applicants' behalf. The April c 97 Office Action cited by 
the Examiner strongly supports applicants' position. 15 Mr. Woolston' s statement that 

13 April '97 Office Action, p. 32. 

14 Id 

15 Final Notice Appendix, p. 430 (March 24, 1997 Office Action filed in application Serial No. 08/459,216, p. 39). 
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supplemental amendments would be filed cannot be interpreted to mean that he requested a 
suspension in prosecution of the '116 application. As described in the April '97 Office Action, 
the PTO informed applicants' that the " . . prosecution of the applications will not be delayed" 
while the applicants prepare and file supplementary amendments. 16 

7, Applicants in good faith disputed the teachings of Campbell 

Applicants wish to make the following remarks in order to clarify their position on the 
events surrounding the withdrawal of applicants' applications from issue. The PTO allowed 6 of 
applicants' related applications for issuance before the consolidation effort began in the spring of 
1999. Applicants timely paid the issue fees. One application issued as a patent. After applicants 
began the consolidation effort, the PTO changed its position and announced that it intended to 
withdraw the remaining 5 applications. The PTO wanted to require applicants to consolidate the 
claims from the allowed applications into the 79 consolidated cases. Applicants, desiring to 
move the examination process along, vigorously protested the PTO's planned course of action, 
arguing that the applications were allowable on the merits. The PTO based its desire to withdraw 
the applications on the assertion that one or more claims are unpatentable. 

Numerous interviews were conducted during the spring and summer of 1999. The 
teachings of U.S. Patent No. 4,536,791 issued to Campbell et al. (Campbell) were thoroughly 
discussed. Applicants were (and are) of the view that Campbell does not anticipate the claimed 
subject matter of application Serial No. 08/484,858 (the '858 application). Campbell was cited 
both. by applicants in their Information Disclosure Statements and by the Examiner in the Notice 
of References cited in the '858 application. An interview to specifically address the potential 

16 Id, at p. 426 (March 24, 1997 Office Action filed in application Serial No. 08/459,216, p. 35). 
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withdrawal of the remaining allowed applications was held on July 15, 1999. 17 At the interview, 
the Examiner argued that claim 9 of the '858 application was anticipated under 35 U.S.C. § 102 
by Campbell. Applicants disagreed. Applicants asserted at the interview and continue to assert 
that the PTO has failed to demonstrate that Campbell teaches the claimed subject matter of any 
of the applications on which the issue fee was paid. At the interview, applicants agreed to 
provide a supplemental response addressing the concerns raised orally by the Examiner. 
Applicants demonstrated the distinctions between Campbell and the claimed subject matter of 
the '858 application in the paper filed August 5, 1999 entitled "Request to Enter Amendment 
After Notice of Allowance and After Payment of Issue Fee Under 37 C.F.R. § 1.312(A)". The 
'858 application was withdrawn from issue on November 4, 1999, but no specific basis for the 
withdrawal has ever been provided. 

8. Applicants' claims are adequately disclosed 

The Examiner states that applicants argue that a series of "distributed cuing signals 
represented a series of instructions for controlling a programmable processor and therefor 
represented computer software 'programming'". The Examiner rejects the argument and uses it 
as an example of how applicants allegedly attempt to give a new and different meaning to 
terminology in the '81 and '87 specifications so as to "claim patent coverage over the 
downloading of 'computer software/programming'" which he states was not disclosed in the 
originally filed disclosure. Applicants respectfully submit that they have attempted to claim only 
subject matter disclosed in applicants' specifications. Applicants welcome the opportunity to 



17 Although the Notice places the interview on July 16 th , applicants records indicate the interview was held July 
15 th . 
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address specific objections that the Examiner may have with respect to the subject matter 
claimed in any of applicants' related applications. 

9. Applicants have satisfied their duty of disclosure 

Applicants respectfully submit that they have fully complied their duty under 37 C.F.R. § 
1.56, and the guidelines set forth in M.P.E.P. § 2001.06(b). In 1995, applicants identified all 
their pending applications. Applicants informed the PTO that these applications are related and 
have similar disclosures. Applicants provided the PTO with lists that grouped applications by 
similar claimed subject matter. Applicants have continued to cooperate with the PTO to ensure 
similar subject matter is examined in a similar manner. For example, applicants agreed, to 
consolidate claims in the subject matter groups into one or two applications which ensures that 
related claims are examined together. Applicants are not aware of different cases that contain 
substantially duplicate claims, or of any instances in which the PTO has treated substantially 
duplicate claims inconsistently. 

Applicants note that to reduce the amount of paper passed between applicants and the 
PTO, the PTO and applicants agreed that prior art cited by either party needed to be submitted 
only once, and that the art would nevertheless be made of record in all of applicants' related 
cases. 18 

Contrary to the Examiner's assertions, applicants have not submitted the same claim or 
broader versions of the same claim in separate application and then failed to notify the PTO of 
prior art rejections that are made in one of the applications but not the others. Indeed, the 

18 See Office Action mailed April 3, 1997, p. 32. See also Final Notice Appendix at 426. 
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example cited on page 21 of the Final Notice demonstrates that the claims of applicants' related 
applications are quite different. The chart below highlights the differences. 19 



Claim 15 of App. Ser. No. 08/459,218 
as amended August 4, 1997 



Claim 19 of App. Ser. No. 487 5 408 
as amended August 1, 1997 



A method of controlling a remote intermediate 
data transmitter station 

to communicate data 

to one or more receiver stations, 

with said remote intermediate transmitter 
station including 

a broadcast or cablecast transmitter for 
transmitting one or more signals which are 
effective at a receiver station to instruct a 
computer or processor, 

a plurality of selective transfer devices each 
operatively connected to said broadcast or 
cablecast transmitter for communicating data, 



a data receiver for receiving transmissions 
from an origination station transmitter, 



a control signal detector, 

and a controller or computer capable of 
controlling one or more of said selective 
transfer devices, 

and with said remote intermediate transmitter 



A method of controlling a remote intermediate 
mass medium programming transmitter 
station 

to communicate mass medium programming 

to at least one receiver station, 

said remote intermediate mass medium 
programming transmitter station including 

one of a broadcast transmitter and a cablecast 
transmitter for transmitting said mass medium 
programming, 



a plurality of selective transfer devices each 
operatively connected to said one of said 
broadcast transmitter and said cablecast 
transmitter for communicating said mass 
medium programming, 

a mass medium programming receiver for 
receiving said mass medium programming 

from at least one origination transmitter 
station, 

a control signal detector, 

and one of a controller and a computer capable 
of controlling at least one of said plurality of 
selective transfer devices, 

said remote intermediate mass medium 



19 Prosecution of application Serial No. 08/459,218 (the " '218 application) is held in abeyance per the 
consolidation agreement. Accordingly claim 15 has been cancelled from the '218 application and has been added to 
application Serial No. 08/487,851 as claim 74. Claim 15 was rejected on February 3, 1997, not February 23. The 
Final Notice refers to claim 18 of application Serial.No. 08/487,408, but after reviewing the cited applications 
applicants believe that the Examiner meant to cite to claim 19. 
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station adapted to detect the presence of one or 
more control signals, 

to control the communication of specific 
instruct signals in response to detected 
specific control signals, 

and to deliver to its broadcast or cablecast 
transmitter one or more instruct signals, 

said method comprising the steps of: 

(1) receiving one or more first 
instruct signals to be transmitted by the 
remote intermediate data transmitter station 
and 

delivering said one or more first instruct 
signals to said origination station transmitter, 
said one or more first instruct signals being 
effective at a receiver station to process a 
reaction of a subscriber and deliver a second 
instruct signal or perform a function based 
on a specific subscriber input; 

(2) receiving one or more control 
signals which at the remote intermediate data 
transmitter station operate to control the 
communication of said one or more first 
instruct signals; and 

(3) transmitting said one or more 
control signals to said origination station 
transmitter before a specific time. 



programming transmitter station adapted to 
detect the presence of at least one control 
signal, 

to control the communication of said mass 
medium programming in response to said at 
least one control signal, 

and to deliver at said one of said broadcast 
transmitter and said cablecast transmitter said 
mass medium programming, 
said method comprising the steps of: 

(1) receiving said mass medium 
programming at said at least one origination 
transmitter station; 

(2) delivering said mass medium 
programming to at least one origination 
transmitter, said mass medium programming 
having an instruct signal that instructs said at 
least one receiver station to process one of a 
plurality of signal types and to deliver at least 
a portion of a multiple media programming 
presentation; 

(3) receiving said at least one 
control signal, said at least one control signal 
controls, at the remote intermediate mass 
medium programming transmitter station, the 
communication of said mass medium 
programming; and 

(4) transmitting said at least one 
control signal to said one of a broadcast 
transmitter and said cablecast transmitter 
before a specific time. 



These two claims are not the same. In addition to the significant differences cited by the 
Examiner, claim 15 is directed to a system that responds to a subscriber reaction, while claim 19 
is directed to a system that delivers a multiple media presentation. Not surprisingly, different art 
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was cited against these different claims. Specifically, claim 15 was rejected as being anticipated 
by U.S. Patent No. 4,251,691 issued to Kakihara et al. ("Kakihara"). Kakihara was cited by the 
Examiner to applicants in application Serial No. 08/487,408. See Notice of References Cited at 
4 (attached to Office Action mailed Feb. 4, 1997). Art other than Kakihara was applied against 
claim 19. Significantly, all of the references cited against claim 15 were of record in the 
examination of claim 19, and vice versa. Applicants thus had no reason to believe that the 
Examiner did not properly consider Kakihara during the examination of claim 19. Applicants 
have caused no delay and have complied with M.P.E.P. §§ 2001.06(b), 2004 If 9. 

As another example of applicants' alleged impropriety, the Examiner cites to applicants' 
alleged failure to inform the Examiner of application Serial No. 08/441,577 (" c 577") that the 
Examiner of application Serial No. 08/446,431 (" '431") had previously rejected applicants' 
argument and that applicants' had amended the claims of the c 431 application to avoid 
Campbell. 20 Applicants strongly disagree with the Examiner's characterization of the facts. 
Applicants did not amend the '431 application to avoid Campbell In fact, applicants have 
steadfastly maintained throughout all of their dealings with the PTO that Campbell does not 
teach "simultaneous or sequential presentation," a key limitation of the '431 application claims at 
issue. Thus applicants have not, as the Examiner seems to suggest, taken inconsistent positions 
with respect to the teachings of Campbell. Therefore, applicants have caused no delay and have 
complied with M.P.E.P. §§ 2001.06(b), 2004 U . 
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10. Delayed consolidation 

The Examiner states that applicants caused prejudicial delay by failing to consolidate in a 
timely fashion the 328 related applications into 79 applications. Applicants and the PTO agreed 
that each of the 79 consolidated cases would be reviewed on its merits, and an Office Action 
would be issued within 6 weeks after applicants completed the consolidation of that case. 21 
According to the agreed upon process, applicants and the PTO would meet to discuss the claims 
to be consolidated into an application on day 1 , 22 After a series of interviews, applicants would 
then consolidate the claims and file the required amendments to the affected applications by day 
29. The PTO would issue an Office Action on the consolidated application by day 36 23 The 
PTO and applicants agreed that it was not necessary to delay the review of a completed 
application until all 79 cases were fully consolidated. 

The PTO was aware that 14 cases would not be amended during the consolidation process 
and could be reviewed immediately. Applicants began delivering the consolidation amendments 
to the PTO on March 4, 1999. Shortly thereafter, the PTO refused to meet with applicants to 
continue the consolidation process. Nevertheless, applicants continued with their efforts and by 
June of that year had consolidated 23 of the 79 cases. Thus, a total of 37 cases were ready for 
review on the merits by June of 1999. Applicants finished the process for the remaining 42 cases 
by June 28, 2000. 24 Each of the 79 active applications cases is ripe for review on the merits. 



21 A diagram showing the consolidation process is attached as Appendix D. 

22 See, e.g. Appendix D. 

23 Id 

24 Applicants concede that a transfer of the cases from the law firm of Howrey & Simon to Hunton & Williams 
caused a slight delay in the delivery of the final round of consolidation amendments to the PTO. Applicants note, 
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The Examiner now contends that applicants 5 caused unreasonable delay by failing to 
complete the consolidation of all 79 cases within a year. Applicants submit that they completed 
the consolidation in a timely manner and that the record establishes that they are not responsible 
for delay. The PTO previously agreed that multiple teams of examiners would examine the 79 
applications. However, it now appears that a single Examiner is now responsible for examining 
all of the co-pending cases. Applicants respectfully submit that the present arrangement is not 
designed to efficiently move the examination of the applications forward. 

11. Delay attributable to PTO 

Applicants wish to note for the record that it is their view that any delays in the 
prosecution of applicants' related applications are attributable to various actions taken and 
decisions made by the PTO. Several of these actions and decisions are set forth in detail in 
applicants' March 7 5 2000 Petition to the Commissioner Under 37 C.F.R. § 1.181 in application 
Serial No. 08/470,571. The record establishes that the PTO is not giving the 79 co-pending 
applications, which were filed in 1995, the accelerated treatment accorded "special cases" as 
required by the Manual of Patent Examining Procedure (M.P.E.P.) § 708.01(i). Specific 
examples of delay that applicants believe are attributable to the PTO include: 

• In the initial Office Action filed in the co-pending applications, the PTO stated 
that no examination of the 328 applications was planned until at least late 
October, 1995 due to PTO administrative issues. The first Office Action actually 
was not issued until well into 1996; 



however, that the delivery of the final amendments apparently did not cause any delay in the overall process as the 
PTO waited until April of 2000 to issue the first action on the merits of any of the 37 applications consolidated by 
June 1999. 
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• The PTO also issued in 1997 and 1998 notices of 6 month suspensions of 
examination in at least 212 of the 328 original applications; 25 

• The massive restructuring of the PTO that occurred during 1997 and 1998 
contributed significantly to the delay of examination on the 328 applications 
during this time period; 26 

• The last action issued in 49 of the 79 co-pending applications pre-dates the 
consolidation process which began in March of 1999; 

• Notices of non-responsiveness but no action on the merits issued in another 8 of 
the 79 applications; 

• The PTO addressed the merits on the remaining 22 of 79 applications through 
nearly identical Office Actions; 

• In those 22 applications, the Examiner rejected every claim under 32 U.S.C. §112, 
first paragraph, and requested that applicants establish support for literally every 
single word of nearly every claim, including the words "one", "of, and "and". 27 

• Within 24 hours of the filing of applicants 5 responses to the § 112 rejections, the 
Examiner issued a three page Office communication (" c 571 Communication") in 
application 08/470,571 (" '571") notifying applicants that the June 7, 2000 
response was not fully responsive. 

• Applicants responded to the 6 571 Communication on July 7, 2000 explaining 
why the Examiner was incorrect. The Examiner has not taken any further action 
in the '571 case or the remaining 21 cases subject to the § 1 12 rejections. 

• On November 4, 1999, the PTO issued a letter withdrawing from issuance four 
previously allowed applications for which the issuance fee had been paid. The 
withdrawal letter contained only a statement that the applications were being 
withdrawn for containing one or more unpatentable claims. The PTO has yet to 
state which claims in the applications were objectionable or to provide grounds to 
support its determination. 

• During the consolidation process, numerous applications in which allowable 
subject matter had been noted or that had been indicated as allowable were 
consolidated to be evaluated and issued within the context of the consolidated 
subject matter groupings. The PTO now seeks to dispense with some of the 



25 See, e.g. the Notice of Suspension of Examination attached as Appendix E as an example. See also Appendix F 
for a list of applications in which Suspensions of Examination were filed. 

26 See, e.g. the Office Communication informing applicants of the move of the examiner and the application file 
attached as Appendix G. 

27 See, e.g., Office action dated 4/10/00 in application 08/449,523, p. 9 (claim 3). 
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previously allowable subject matter by deeming the underlying consolidated 
applications to be abandoned. 28 

• In addition to maintaining 79 active applications ("A cases"), the PTO and 

applicants agreed that another 79 applications would remain pending ("B cases") 
with further examination to be held in abeyance until a final review on the merits 
was completed on the A cases. The Examiner has filed notices of abandonment in 
24 of the B cases. 

Due to the delays cited above, applicants felt compelled to file their 37 C.F.R. § 1.181 
petition to seek the Commissioner's assistance in setting a schedule for examination. The 
aggressive schedule proposed by applicants confirms their desire to obtain patents on the claimed 
subject matter as quickly as possible. Applicants are eager to work with the PTO to 
expeditiously examine the related applications. 

12. Too many claims 

The Examiner asserts that applicants have delayed prosecution of the instant application 
by filing too many claims and that applicants have shown bad faith by failing to maintain a line 
of patentable demarcation between related patents. Applicants respectfully disagree. Applicants 
have varied the scope and subject matter of their claims to ensure that the claims and applications 
are not duplicative. Applicants have neither acted improperly nor caused unreasonable delay by 
filing the claims contained in the instant and co-pending applications. 

III. LICENSING AND LITIGATION 

Some of the statements in the Final Notice suggest that the Examiner believes that 
applicants have acted improperly by licensing their patented technology, as opposed to 
developing it themselves. Applicants respectfully submit that licensing is a legitimate, proper 

28 See, e.g., applications 08/437,864, 08/488,378, 08/498,002 and 08/5 11 ,491. 
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and desirable way for patent owners to make patented technology available to the public. 
Significantly, applicants 5 current licenses include leaders in the television services industry, such 
as Starsight Telecast, Inc.; TVG-PMC, Inc.; The Weather Channel, Landmark Communication, 
Inc., Sony Corporation; and Pegasus Communications. 29 All of these licenses were granted in 
exchange for substantial payments. 

The Examiner also seems to suggest that applicants have misused the judicial process in 
enforcing their patents. This suggestion is wholly unsupportable. All of applicants' licensees 
except one were consummated without any judicial involvement. Although litigation was 
commenced against Landmark Communications and The Weather Channel, that matter settled 
before trial by a grant of a license for a substantial payment. The only litigation currently being 
pursued is pending in the United States District Court for the District of Delaware against certain 
manufacturers and providers of direct broadcast satellite systems and services. This litigation is 
being pursued in conjunction with applicants' exclusive licensee, Pegasus Communications. 
Thus, applicants 5 use of the court system to enforce its patent rights has been very limited and 
entirely proper. 

The Examiner also expressed the concern that applicants are acting improperly by 
prosecuting a large number of applications that could impact competitors in the market place. As 
the Examiner is well aware, patents, by design, bestow temporary exclusive rights with respect to 
the subject matter claimed. The fact that third parties are likely to infringe a patent is neither 
evidence of improper conduct nor proper grounds for refusing to issue a patent. And as 

29 The parent corporations of StarSight Telecast, Inc. (Gemstar International Group, Ltd.) and TVG-PMC, Inc. (TV 
Guide, Inc.) recently merged to form Gemstar-TV Guide International, Inc. The Weather Channel is a subsidiary of 
Landmark Communications, Inc. 
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discussed above, applicants have not submitted applications to overwhelm the PTO or the public. 
The applications were submitted solely for the purpose of properly protecting the many 
inventions disclosed in applicants' 1981 and 1987 specifications. 

IV. SMALL ENTITY STATUS 

The Examiner pointed out that applicants have paid PTO fees as a small entity in some 

cases, and as other than a small entity in others. Applicants respectfully submit that this 
approach was not in any way improper, and indeed, all PTO fees have been paid in good faith. 
Specifically, in connection with making the determination of whether PMC was entitled to small 
entity status with respect to each application, a review was undertaken to determine if that 
application was subject to licenses granted by PMC. Small entity status was not claimed unless it 
was determined that the particular application was not subject to the license. However, 
applicants note that they recently paid the difference between the small entity and other than 
small entity fees for all of their related applications, including those that were abandoned in the 
consolidation process, in order to avoid any further confusion on this point. Accordingly, the 
issue is moot. See 37 C.F.R. § 1.28(c). 

V. DISQUALIFICATION FROM THE WEATHER CHANNEL CASE 

The Examiner states that Mr. Scott was "rebuked" in the Weather Channel case. 
Applicants strongly disagree. In Personalized Mass Media Corp. v. The Weather Channel Inc. 
et al. 9 Mr. Scott and the law firm of Howrey & Simon were required to withdraw as trial counsel 
for the plaintiff because there was an assertion that Mr. Scott may have had factual knowledge 
related to the matter in contest and was deemed to be a potential witness. There was no "rebuke" 
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or finding of inappropriate conduct on Mr. Scott's or the firm's part. Significantly, as discussed 
above, this matter was settled by a grant of a license to the defendants for a substantial payment. 
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VL CONCLUSION 

Tn conclusion, applicants respectfully submit that all information requested by the 
Examiner, and required by the January l 98 Office Action, has been duly submitted, and that this 
application is therefore in condition for allowance. If there are any further issues lhal stand in the 
way of allowance, applicants respectfully request that they be presented in an Office Action on 
merits. Applicants further wish to inform the Examiner that the undersigned attorney is now the 
lead counsel representing applicants and the assignee in connection with the prosecution of this 
application and the related applications. The undersigned attorney requests the opportunity to 
meet with the Examiner to discuss the issues raised in this submission, and to facilitate the 
prosecution of the present application and the related applications. Reconsideration and 
allowance of this application are respectfully requested. 



Respectfully submitted, 



Joseph M. Guiliano 
Reg. No. 36,539 
Attorney For Applicants 
c/oFlSH&NEAVE 
1251 Avenue of the Americas 
New York, New York 1 0020-1 1 04 
Tel.: (212)596-9000 
Fax: (212) 596-9090 
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APPENDIX C 

Table of 22 Applications in Which Reference to '81 & '87 Specification Support Was Filed. 
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vy vy v 


08/473 484 
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08/397 636 
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/ / vy vy vy 


08/452 395 
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08/485 283 


9/29/2000 

^/ ^ / v/ vy vy 


08/486,258 


9/29/2000 

~x / ^ y / vy v/ vy 


08/435,757 


10/2/2000 


08/449,263 


10/2/2000 


08/449,281 


10/2/2000 


08/437,791 


10/5/2000 


08/446,431 


10/5/2000 


08/488,439 
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08/474,146 


10/5/2000 


08/449,532 


10/6/2000 


08/487,536 


10/10/2000 
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10/10/2000 


08/475,342 


12/1/2000 
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Amendment 
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Days 




UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 



oy/4.9S ? 0 0:; 

r 

THOMAS -J 
HOWREY 
1299 PENN: 



06/07/9-b HARVEY 



E6Ml/iii2 



5IMON 

SYLVAN I A AVENUE M W 



WASHINGTON DC 20 0 04 



RECEIVED 

DOCKET DEPT. 

NOV 1 8 1997 



HOWREY & SiM 



8634. 34S 



EXAMINER 



1 1". k ir- ii 



ART UNIT 



PAPER NUMBER 



260 1 

DATE MAILED: 



IS 



1 1/12/9 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 

^ _ - . , T~Tv-T\ Commissioner of Patents and Trademarks 

DOCKETED . 



PTO-90C {R«v. 2/95) 

-U.S. GPO: 1997-422-198/60031 



2 • Mail Copy 



1 . Ex parte prosecution is SUSPENDED FOR A PERIOD OF 6 MONTHS from the date of 
this letter to allow the Office to consider the complex issues surrounding the numerous related 
applications. Upon expiration of the period of suspension, applicant should make an inquiry as 
to the status of the application. 

2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew Faile whose telephone number is (703) 305-4380. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 305-4700. 



AlF:aif , / £7 . / 

August 13, 1997 

6 ANDREW FAILE 

SUPERVISORY PATENT EXAMINER 
GROUP 2600 



Appendix F 

Applications with Notice of Suspension of Prosecution 
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Applications with Notice of Suspension of Prosecution 
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Ai irri ic+ 07 1 QQ7 

Mugusi £./, iyy/ 


1 AO 


OP/AA7 AA7 
\JO/ HH/ ,*f*f / 


|, ,| w 1 O 1 QQ7 

juiy id, iyy/ 


1 A1 
141 


OP/AA7 Q77 

uo/4 £ f/ ,y / / 


Mow 1 O 1 QQ7 

iviay id, iyy/ 


1 AO 


OP/AAP OKI 
UO/^+H-O^Dl 


Mow 07 1 QQ7 

iviay d/ 1 iyy/ 


1 AA 
1 £ t i t 


OP/AA7 ROQ 
UO/ *f*f / ,Dd)3 


Mow 1 O 1 QQ7 

iviay id, iyy/ 


1 A^ 
14D 


OP/AA7 Q7/I 

uo/hh/ ,y /h 


Mow 1 O 1 QQ7 

May id, iyy/ 


1 
1 


OP/AAQ £KO 


QanfamKor 1 O 1 QQ7 

oepiemDer id, iyy/ 


1/17 
1H/ 


OQ//I/1Q QOO 

uo/*f i fy,ou^ 


Anmirl 07 1 QQ7 

Mugusi d/ , iyy/ 


1 AP 


OP/A7Q 37/1 


Cnr\4 > nmKnK 1 C 1 QQ7 

oepiemDer id, iyy/ 


1 /1Q 

i^y 


OQ //I/I A /I QO 
Uo/ 440,40£ 


oeptemDer id, iyy/ 


1 KO 
1 Dd 


OP/AAA /IQH 
UO/440,40U 


NovemDer 14, iyy/ 


1 K/l 
1 D4 


OQ/A/l£ /IQ/1 
UO/ 44o,4y4 


Aitrriir-+ 01 1 QQ7 

August di, iyy/ 


1 KK 
1DD 


UO/ 44o,141 


oeptemDer ^4, iyy/ 


1 K7 
ID/ 


OP/A/1Q 1 1C 
Uo/44o, 1 ID 


CAninmk/\^ O 1 QQ7 

oepiemDer d, iyy/ 


1 KQ 
I DO 


HQ//1/IQ HQQ 

uo/ 44o,uyy 


h ir>A O/l 1 QQ7 

June /i4, iyy/ 


1 HQ 

i Dy 


OP/AA7 70£ 


Ai i/ti irl 1 Q 1 QQ7 

August iy r iyy/ 


i cn 
loU 


OQ //I 7K 3/1 1 
Uo/4/D,o41 


August io, iyy/ 


1D1 


OP/AAQ Q7A 
UO/'f £ fO,y /D 


1, ,i w OO 1 QQ7 

juiy dd, iyy/ 


1 AO 
1 


OP/AAP P33 

UO/ *f*+o,ooo 


Injw Q 1 QQ7 

juiy o, iyy/ 


1 £3 
1DO 


OP/AAQ AA/1 
UO/ *f*K5,0 £ 4-*f 


M/^WZ-M-Vll-NrtK 1 O 1 QQ7 

iNOvemoer id, iyy/ 


1 £A 
1 OH 


OP/AAQ 7 1 P 
UO/ *f*f y, / io 


Maw 1 O 1 QQ7 

iviay id, iyy/ 


1 fiR 
1 OO 


OP/AAP Q1 7 
UO/ H"*fO,y 1 / 


1 QQ7 

iviay ou, iyy/ 


1 

lOD 


OP/APP 3PQ 
UO/ 400,000 


MA\/omKar 1 O 1 QQ7 

iNOvemuer id, iyy/ 


1 £7 
ID/ 


OP/A7P Q£A 
U0/4/0,0DH 


ContamkAK O 1 QQ7 

oeptemoer d, iyy/ 


1 70 
1 /U 


OP/AAQ QK1 
UO/ 44y t oDl 


O /-m-\+/-\ k>-^ Ka*- OQ 1 QQ7 

oeptemoer ^y, iyy/ 


1 71 
i/i 


OP/AAQ OAP 

UO/ < +*+.7,£.H-0 


rioromhor IP 1 QQ7 

ucOciTiDcr io, iyy/ 


176 


08/449,531 


July 21, 1997 


179 


08/448,667 


November 12, 1997 


181 


08/448,978 


July 23, 1997 


186 


08/474,146 


August 27, 1997 


190 


08/481,074 


August 25, 1997 
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UOCKcl no. 


PTO ^pr Nn 

r 1 w OCii l>IU. 


L/aie OT neCcipi 


1 Q9 


0R/A7Q fiA7 
wo/ *-t / :7, ww / 


Ai 101 ict 9fi 1 QQ7 
MUgUSl ^O, XVz? / 


1 


0R/AR3 ORA 

WO/ *+OO f ViJ < + 


riDromhor R 1 QQ7 


1 Z7W 


0R/AR7 QR1 

WO/ *+0/ ,701 


Aiimict 1Q 1 QQ7 


1 Q7 


0R/A77 ROS 

WO/ *+ / / ,OUJ 


Unnsrw 13 1 QQR 

jdiiudry io, iyyo 


1 QQ 


OR/AR^ 9R3 

WO/ H-0>J , *_00 


Ai iai ict 99 1 QQ7 


9nn 


WO/ HJUfOOv 


Ai iai tc+ 97 1 QQ7 
MUgUbl c-l , Xyy / 


90A 


OR/AAQ 1 1 0 

WO/ HHj, 1 1 w 


li 93 1 QQ7 


90^ 


OR/AAQ R39 

WO/ t T*t5,JOt 


h mo 9A 1 QQ7 

June ^f, 




OR/AAP Q7Q 
uo/ *+*+o, .7 / y 


Anril 3 1 QQ7 


90R 


OR/AAQ 0Q7 


Mow 07 1 QQ7 
may c. 1 , 1 / 




HR/AAft Q1 fi 


QaniarrtKor /I 1 QQ7 




OR/AR9 R7A 
UO/HO^,0 / *f 


It mo 11 1 QQ7 

June 1 1 , iyy / 


91 3 

dXO 


OR/AfiO 7Q3 


Qarttamhar 1 R 1 QQ7 

oepiemDer id, iyy/ 


91 A 


OR/AfiO 1 90 
UO/ 'fOU, 1 ^U 


Qor^+omKor* 1 Q 1 QQ7 

oepiemDer iy, iyy/ 


91 R 


0R/A£0 OA3 
UO/ f DUjU^O 


M^v/ 19 1 QQ7 

iviay i^, iyy/ 


91 fi 


OR/AfiO RQ1 
UO/*+OU,D 


Maw 19 1 QQ7 

iviay iyy/ 


917 
dX / 


HR/ARR 7£0 
UO/ H- DO, / OU 


It 99 1 QQ7 

juiy iyy/ 


91 Q 


OR/AfiO 3R7 
uo/*+ou,oo/ 


Msaw 19 1 QQ7 

iviay Xc., iyy / 


990 


OR/AfiO 1 R7 
uo/ *+wu, 10/ 


Ortohor 9R 1 QQ7 


991 


OR/AfiO £77 
UO/H-OU,©/ / 


Aiirriic+ 1 Q 1 QQ7 

Mugusi iy, iyy/ 


993 


OR/AfiO R1 7 

uo/*+ou,oi / 


1 a ni i ar\/ 1 3 1 QQQ 

January 10, iyyo 


997 


0R/AR0 OfiO 
UO/ *+ou,uou 


Aurriict 9A 1 QQ7 

Mugubi iyy/ 


99R 
ddO 


HR/ARfi 9fiR 

uo/*f 00,^00 


Qanfamhar 3 1 QQ7 

oepiemDer o, iyy/ 


99Q 
ddi3 


OR/AAO 7A3 
UO/'fOU, /^fO 


Qflntomhor R 1 QQ7 

oepiemDer d, iyy/ 


931 


OR/ARQ 91 7 


y aw i o 1 QQ7 

iviay Xc., iyy/ 


933 


OR/ARQ R91 
UO/M- 3y,0^. 1 


Qonfo rr\ har 9 1 QQ7 

oepiemDer *t t iyy/ 


93^ 


OR/ARR A3R 
UO/ *f OO, 00 


Mnwomhar 19 1 QQ7 

iNovernDer iyy/ 


93fi 


OR/A£0 97A 


19 1 QQ7 

iviay i^:, iyy/ 


937 


HR/AfiH 770 
UO/ ^fOU, / / U 


reDruary io, xyyo 


93R 


OR/ARQ R99 


h i 11 1 QQ7 

June 11, iyy / 


93Q 


OR/AAO ORf^ 
UO/*+DU,UO0 


l\/1 -^\/ 1/1 1 QQ7 

iviay 14, iyy/ 


9AH 
^4U 


OR/AAO OQ1 
UO/*fOU,UOl 


Mow 19 1 QQ7 

iviay 1^, iyy/ 


9A1 


OR/AfiO 9 AO 
UO/ i +OU,^ £ fU 


Aurriicf 97 1 QQ7 

Mugusi iyy/ 


OAA 


OR/AAO £A9 
UO/^fDUfD'f^ 


January io, iyy© 


OA^ 


OR/A£H RR7 


Atirrnc+ 99 1 QQ7 

August iyy/ 


9Zl.fi 


OR/AfiO £3A 
UO/'fOU,00 £ f 


Ai irri ic+ 9 1 1 QQ7 

Mugusi C.X, iyy/ 


9AR 


UO/'fOUjDDD 


Ai irri ie+ 99 1 QQ7 

Mugusi dd, iyy/ 


9AQ 

dH^ 


0R/A£0 7fifi 
UO/M-OU, / OO 


QanfomKor 9/1 1 QQ7 

oepiemDer c.q- f iyy/ 


9R0 


0R/AR7 3Q7 
UO/ H-O/ / 


Aiimic+ 1Q 1 QQ7 

Mugusi iy, iyy/ 


9R1 


0R/AR3 1 7A 
UO/ HOO, 1 / *f 


uecemDer o, iyy/ 


9S9 


0R/AR7 RM 
UO/ *+0/ ,Oj1 


Qantnm heir OA 1 QQ7 

oepiemDer iyy/ 


9fi1 


0R/A7O R71 
uo/f /yj t o/ 1 


Mnwamhar 19 1 QQ7 

INovernDer xd t iyy/ 


9fi3 


OR/AfiR fiAl 
UO/ fOO,DHl 


Ortnhar 9R 1 QQ7 

ucioDer do, iyy/ 


9£A 


UO/H-O ?,UjD 


Qan+amhor OQ 1 QQ7 

oepiemDer do, iyy/ 




0R/A7H ORA 
UO/H-/ U J UO*+ 


Qantamhar 9/1 1 QQ7 

oepiemDer ^h-, iyy/ 




WO/ *tU7, X WW 


Nnvprnhpr 91 1 QQ7 

INUVCIIIUCI Ll, 1^7^7/ 


267 


08/471,191 


December 30, 1997 


269 


08/469,108 


September 12, 1997 


270 


08/466,888 


December 8, 1997 


271 


08/471,238 


August 20, 1997 


273 


08/469,623 


August 18, 1997 
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UOCKei IMO. 


DTO Cqk Kirk 


Date of Receipt 


07/L 
d /4 


UO/ OI 1 ,4y 1 


iNovemDer id, iyy/ 


on 

dl / 


nQ//lCQ 7QC 
UO/ 400, /OD 


QanfftrnKrir 1 O 1 QQ"7 

oepiemDer id, iyy/ 


07Q 
dl O 


UO/ 4/U,*LOO 
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oepiemDer 12, iyy/ 


OIQ 
d/y 


uo/4oy,u/o 


Qanfomhor' 1 O 1 QQ7 

oepiemDer 12, iyy/ 


OQH 


uov 40:7,01 ^ 


Aiirriie + 1Q 1 QQ"7 

August iy, iyy/ 


OQO 

dOd 


UO/ 4uo,U44 


Aiimie- + 1 Q 1 QQ7 

Mugusx io, iyy/ 


£o4 


nQ//IC7 QH/I 

U(5/4D/ ,yu4 


oepiemDer 24, iyy/ 




HQ //I C7 A/1 R 
Uo/4o/,U4D 


A limi .4. 1 A 1 QQ"7 

August iy, iyy/ 


2oo 


AO//I71 o/in 
Uo/4/ 1 ,24U 


A.,-,,-1 IO I AA~7 

August io, iyy/ 


do/ 


AO //I CQ C17 


C r\ n+rtrv-iUrt>- 1 O 1 A A "7 

beptember 12, iyy/ 


OQQ 


no /A cq nco 

Uo/4by,Uby 


Ma. u OI 1 A A "7 

November 21, 199/ 


2oy 


no /a ir\ c"7n 
Uo/4/U,b/U 


O ^ r-x+x-x U a 1 O 1 AA~7 

beptember 12, iyy/ 


2yu 


no / A CQ /J QC 

uov 4oy t 4yo 


hebruary ^, iyy© 


i 


HQ //I 7fi acq 
Uo/4/U,UDo 


beptember id, iyy/ 




HQ /A 1C\ A AO 

Uo/4/U,44o 


December o, iyy/ 


OQ/I 


AO /A CQ 1 C\l 

uo/4by, iu/ 


0/N^+-rt m U n ^ 1 O 1 A A ~7 

beptember id, iyy/ 




HQ//I70 ncc 
Uo/4/*:,Ubb 


Aii/tiic+ 0"7 1 QQ7 

August ^/, iyy/ 


OQC 

2yb 


OQ //I CQ 1 HQ 

uo/4by, iuy 


I'Nni IfSKIl IO 1AAO 

January lo, iyy© 


OQQ 

^yy 


Uo/4/ 1,U24 


January o, iyy© 


oUU 


r\Q //I CO 1 HQ 


beptember ^4, iyyo 


oUl 


C\0 I A ~1C\ A "7C 

Uo/4/U,4/b 


A ■ ■ r-*t i ipi 1 A 1 A A ~ 7 

August iy, iyy/ 


oU4 


AO //IOC CA7 

Uo/ 4oD,DU/ 


August dd, iyy/ 


oUO 


/A 70 QQQ 

Uo/4/2,oyy 


|. . — * A 1 QQ"7 

June iyy/ 


one 
oUb 


r\o /A ~7Q K /l /I 

Uo/4/o,D44 


A i i » 4- 1A 1 A A "7 

August iy, iyy/ 


ouy 


no /a "7Q 1 r\"7 
Uo/4/o,lU/ 


A, im ,_i IO 1 AA"7 

August io, iyy/ 


olU 


no / a on ooo 
Uo/4oU,oy2 


|, m . i A 1 A A~7 

June iu, iyy/ 


"31 1 
oi I 


AO 1 A QO QC7 

Uo/4o2,oD/ 


CnrttnmkAf 1 O 1 A A~7 

beptember i^ f iyy/ 


o!2 


nQ //l "77 "71 1 

Uo/4 / / , / 1 1 


1 1 iK / O 1 1 QQ"7 

July di, iyy / 


0'\ A 

ol4 


no //I Q~7 /I 1 A 

Uo/4o/,41U 


r\~i. ~ U /-n ^ AO 1 A A ~7 

Uctober ^d, iyy/ 


olD 


nQ /A "70 /ICO 

Uo/4/2,4b2 


A, l _ ll _x 0"7 1 AA7 

August ^/, iyy/ 


olb 


nO//l"70 "7C"7 

Uo/4/o, /b/ 


/~\ rt+rtU/s A 1 A A ~7 

uctober y, iyy/ 


QOQ 
02o 


nQ //I OA 07C 

Uo/4o4,2/D 


Onn^-nnt O 1 A A ~7 

beptember d, iyy/ 


QO/I 

o24 


no //1 1 A 1 OQ 

Uo/4/4,loy 


beptember 15, 199/ 


o2b 


no/yi"7Q o"7c 
Uo/4/y,oVb 


A..-...,,! A~7 1 AA~7 

August 27, 1997 




no //I "7/1 1 1Q 

Uo/4/4, 1 19 


A . im . ~4- OA 1 AA~7 

August dv, 1997 


ool 


ao / /ice om 
Uo/4ob,2y / 


January lo, 1998 


002 


nO //I OC 770 

Uo/4ob, / /o 


O ^ — ,+ ^> U a O/l 1 A A~7 

beptember 24, 1997 


ooo 


AO //|7Q Q07 

Uo/4/o\y2/ 


^»'^VAU O 1 A AO 

March 5, 199o 




no //i "70 n/i /i 
Uo/4/o,U44 


A ■ i /ti ■ r» +■ 0"7 1 no*? 

August 2/, 199/ 


qqc; 


no //i 7~7 K"7n 
Uo/4/ /,o/U 


Crtr%U»nkft»' OO 1 AA"7 

beptember 2o, 199/ 


qoc 
oob 


AO //I QQ /I QC 

Uo/4oo,4ob 


l«^rM iofw 1C 1 A AO 

January lb, l9yo 


QQ7 


no /A QC occ 

Uo/4ob,2bb 


Crtn+rtrvik^tr 1 C 1 AA~7 

beptember lo, 199/ 


OQQ 

ooo 


nQ //I QQ 1 CQ 

Uo/4oo, lby 


(November 12, I9y/ 


QQQ 

ooy 


nQ//IQQ Q7Q 

Uo/4oo,o/o 


beptember lo, iyy/ 


Q/l 1 
o41 


nQ I A 7Q O 1 C 

Uo/4/y,21b 


A..„ llf ,i o~7 1 AA"7 

August 2/, 199/ 


O'fo 


Uo/ 4oU, /4U 


Aiirriio+ On 1 QQ7 

August ^u, iyy/ 


345 


08/498,002 


November 12, 1997 


346 


08/487,984 


November 14, 1997 


347 


08/478,794 


September 2, 1997 


348 


08/484,865 


October 28, 1997 


349 


08/480,383 


September 24, 1997 
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L/ocKei no. 


DTH Cor Kirk 


uaie ot Keceipt 




UO/ *f / £,70U 


Aiirriiof OH 1 QQ7 

Mugusi ^u, iyy/ 


JJJ 


UO/ H-o/ ,0^0 


MAv/omhor 1 O 1 QQ7 

iNOvernuer i^, 


O JO 


0R/47Q 91 S 

WO/ *T / ^,LlJ 


Nnvpmhpr 19 1 QQ7 


359 


08/479,414 


November 12, 1997 


362 


08/484,858 


May 12, 1997 


363 


08/487,428 


August 19, 1997 


364 


08/473,997 


November 13, 1997 


365 


08/479,523 


November 12, 1997 
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TO THE PTO. 
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PTO-FMD 
CLEVER - 4/97. 
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1. BACKGROUND: THE PORTFOLIO. 

In the period between March 2, 1995, and June 7, 1995, applicants 1 filed 328 applications, each of 
which contained a 557-page specification. These 328 applications were filed immediately prior to 
June 8, 1995, the effective date of the Uruguay Round Agreements Act, Pub. L. No. 103-465, § 
532, 108 Stat. 4983 (1994). (The Uruguay Round Agreements Act limited patent coverage to 
twenty years from the date of filing, whereas previously, patent coverage had existed seventeen 
years from the date of issuance, barring unenforceability due to inequitable conduct or laches.) 
These 328 specifications were continuations, under 35 U.S.C. 120 ("Section 120"), of applicants' 
557-page parent application no. 08/1 13,329 ('329), filed August 30, 1993 (the " 4 329 
application"). The c 329 application is a Section 120 continuation of the 557-page application no. 
056,501 (the " *501 application") which was filed on May 3, 1993 and which subsequently 
matured into U.S. patent no. 5,335,277 ('277) on Aug. 2, 1994. See Appendix at 000504-506 for 
a list of applicants' 328 applications, plus the parent '329 application. The first six applications in 
the chain, including '277, are shown below. 



1 Applicant Harvey is President and CEO of assignee Personalized Media 
Communications, L.L.C. (PMC), a limited liability company formed under the laws of the State of 
Delaware with its principal place of business at 1 10 East 42nd Street, Suite 1704, New York, NY 
10017. PMC was formed in September, 1995 and, in December, 1995, acquired most of the 
assets and certain liabilities of Personalized Mass Media Corporation (PMMC). PMC's 
predecessor company, National Cable Clearinghouse, was founded in 1981 by Mr. Harvey. Its 
name was changed to PMMC in 1989. PMMC's assets were sold to PMC in 1995. See In re 
Certain Digital Satellite Sys. (DSS) Receivers & Components Thereof No. 337-TA-392 (Int'l 
Trade Comm. Oct. 20, 1997) (Initial Determination), [Part 2 of 2] 1997 ITC LEXIS 307, *70, 
*71 (FINDINGS OF FACT, Section A, 1-3). Applicant Harvey and his counsel Thomas J. Scott, 
Jr., both earned degrees from Yale University around 1966. Appendix at 569 and Id, [Part 2 of 
2] 1997 ITC LEXIS 307, *83-84 (FINDINGS OF FACT, Section D, 46-50). 
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The primary examiner adopts certain findings of fact by Administrative Law Judge Paul J. 
Luckern in the ITC Litigation. Sfifi In re Certain Digital Satellite Svs. (DSSt Receivers & 
Components Thereof No. 337-TA-392 (Int'l Trade Comm. Oct. 20, 1997) (Initial 
Determination), [Part 2 of 2] 1997 ITC LEXIS 307, *75, *76 (FINDINGS OF FACT, Section C, 
21 and 23): 

C. Patents And Patent Applications Of Harvey And Cuddihy As Co-Inventors 

21. PMMC is the named assignee on six issued United States patents naming 

John C. Harvey and James W. Cuddihy as co-inventors: 

Patent No. Application Filing Date Issue Date 

Serial No. 

4,694,490 317,510 Nov. 3, 1981 Sept. 15, 1987 

('490 patent) ('5 1 0 application) 

4,704,725 829,531 Feb. 14, 1986 Nov. 3, 1987 

('725 patent) ('531 application) 

4,965,825 096,096 2 Sept. 11, 1987 Oct. 23, 1990 

('825 patent) (continuation-in-part 
'096 application) 

5,109,414 588,126 Sept. 25, 1990 Apr. 28, 1992 

('414 patent) ('126 application) 

5,233,654 849,226 Mar. 10, 1992 Aug. 3, 1993 

('654 patent) ('226 application) 

5,335,277 056,501 May 3, 1993 Aug. 2, 1994 

('277 patent) ('501 application) 



2 On Sept. 1 1, 1987 applicants failed to specifically include or incorporate by reference the 
44-page parent '531 specification into the 557-page '096 specification (applicants' principal 
counsel failed to "incorporate by reference" the parent '53 1 application's 44 pages into the '096 
application's 577 pages). As a consequence, applicants failed to maintain "continuity" of the 44- 
page subject matter. 
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23. The specifications for the f 490 and 725 patents were identical and 22 patent 
columns in length [44 pages plus drawings]. The specification for the '096 
application, in contrast, was approximately 322 patent columns in length [557 
pages plus drawings] . . . 

a. The Primary Examiner Re serves the Right to Provide Further Information 
Re garding Applicants' Course of Conduct . 

^pppcants and their counsel (Thomas Scott, If) have be«n attempting to secure patents 

f pursuing their unique, but im proper, prosecution straFegy for many years 7 . One court noted that 



Scott has been involved in [the] patent [portfolio] prosecution and strategy for 
many years, perhaps as far back as the 1970s. According to [the applicant], 
[Scott] is the most knowledgeable person about the disclosures on file in the PTO, 
[and] with the . . . 300 [then actually 329] pending applications for related patents. 
Scott also is described by [applicants] as "the expert on all aspects of the 
Company's patent position: including ... the company's development of its future 
patent prosecution strategy." 

See Personalized Mass Media Corp. v. The Weather Channel. Inc.. et aL 899 F. Supp. 239, 244 

(1995), Appendix at 000419. 



Applicants' prosecution "strategy" has involved the submission of tens of thousands of claims, as 
well as thousands prior art references, a substantial number of which are irrelevant. This 
"strategy" has burdened the U.S.P.T.O. with vast amounts of information and prosecution 
content. The primary examiner cannot possibly discuss all of the prosection content in this 
Notice, due to its sheer quantity. However, the primary examiner assumes that applicants are 
aware of their own prosecution content. 



M.P.E.P. 71 1.03(d) states as follows: 



[T]he examiner "may be directed by the Commissioner to furnish a written 
statement... setting forth the reasons for his or her decision upon the matters 
averred in the petition, supplying a copy thereof to the petitioner." Unless 
requested, however, such a statement should not be prepared. Sfifi M.P.E.P. 
1002.01. 

However, should applicants choose to refute this Final Notice, the primary examiner reserves the 
right to provide additional prosecution content providing further basis for this Notice. 



2. STATEMENT OF PUBLIC INTEREST. 

This Final Notice is proper. Applicants and their counsels have created an enormous prosecution 
burden on the U.S.P.T.O. with their prosection "strategy," as will be explained. £^^i^®on^ 
the^fficehas (^us^jjnjustifiable and prejudicial del||||^ 



a. Applicants' Targets; Courts, industry, and Licensees. 

Applicants are aware that there are members of the public who have developed or invested in 

products and systems that have emerged in the market place related to applicants' crafted claims. 

Appendix at 000419 lists applicants' targets of litigation, including The Weather Channel and 

others which carry programming broadcast over the S ATCOM satellite communications system, 

including the following (899 F. Supp. at 239): 

-Landmark Communications Inc., 

-TCI of Virginia, Inc., 

-Newport News Cablevision LTD, 

-Continental Cablevision of Richmond, 

-Continental Cablevision of Virginia, Inc., 

-Media General Cable of Fairfax County, Inc., 

-Media General Cable of Fredericksburg, Inc., 

-Comcast Cablevision of Chesterfield County, Inc., 

-SBC Media Ventures, Inc., 

-Jones Intercable of Alexandria, Inc., 

-Falcon Holding Group, L P., and 
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-Adelphi Communications Corp. 
Other targets appear to be all cable television companies throughout the U.S. who carry the 
Weather Channel programming, as well as Weather Channel competitors. Moreover, the ITC 
Litigation identifies additional targets as follows (£fi£ [Part 2 of 2] 1997 ITC LEXIS 307, *70-72 
(FINDINGS OF FACT, Section A, 4-15)): 

4. Respondent Hughes Network Systems (HNS) is a corporation organized 
and existing under the laws of the State of Delaware with its principal place 
of business at 1 1717 Exploration Lane, Germantown, MD 20876 .... 

5. HNS is in the business of designing, manufacturing, importing and selling 
in the United States consumer electronics products ... 

6. Respondent . . . Hitachi Home Electronics (America), Inc. (Hitachi) is a 
corporation organized and existing under the laws of the State of California 
with its principal place of business at 3890 Steve Reynolds Blvd., Norcross, 
GA 30093 .... 

7. Hitachi is in the business of designing, manufacturing, importing and 
selling in the United States consumer electronics products .... 

8. Respondent DIRECTV is a corporation organized and existing under the 
laws of the State of California with its principal place of business at 2230 E. 
Imperial Highway, El Segundo, CA 90245 .... 

9. DIRECTV is in the business of selling and providing television 
programming through the transmission of satellite broadcast signals ... 

10. Respondent USSB is a corporation organized and existing under the 
laws of the State of Minnesota with its principal place of business at 34 1 5 
University Avenue, St. Paul, MN 551 14 ... . 

1 1 . USSB is in the business of selling and providing television programming 
through the transmission of satellite broadcast signals ... 

12. Respondent Thomson Consumer Electronics, Inc. (Thomson or TCE) is 
a corporation organized . . . and existing under the laws of the State of 
Delaware with its principal place of business at 10330 N. Meridian Street, 
Indianapolis, IN 46290-1024. . . . 
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13. Thomson is engaged in the business of designing, manufacturing, 
importing, and selling in the United States consumer electronics products. . . 



14. Respondent Toshiba America Consumer Products Inc. (Toshiba) is a 
corporation organized and existing under the laws of the State of New 
Jersey with its principal place of business at 82 Totowa Road, Wayne, NJ 
07470 ... 

15. Respondent Matsushita Electronic Corporation of America (Matsushita) 
is a corporation organized and existing under the laws of the State of 
Delaware with its principal place of business at One Panasonic Way, 
Secaucus, NJ 07094 

Additional targets identified in the ITC Litigation are as follows, Appendix at 000462-478. See 

[Part 2 of 2] 1997 ITC LEXIS 307, *148-180 (FINDINGS OF FACT, Sections G-H): 

-Hewlett Packard (fact 180), 

-ARC (fact 186), 

-Viacom International (fact 175), 

-Starsight (facts 164,198,312,320,323-325,334,337,339-341,350- 

352,360-362,368), 

-Sony (facts 171,198), and 

-the National Football League (facts 187-188,191-192). 
Numerous additional targets may exist who represent the public interest, such as courts, and 
industry in general which have developed, in good faith, products and systems that have emerged 
in the market place and which are thus potentially subject to applicants' tens of thousands of 
claims in their "portfolio." 



Applicants have been to court numerous times with their portfolio. The courts have given careful 
consideration to previous prosection, including the 329 applications. Appendix at 000422, 
000462-478. Among the findings of fact by courts are the following: 
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The business of PMC consists primarily of licensing its intellectual property and 
prosecution of patent applications. . . . As of June 1 1, 1997, with respect to any of 
PMC's current licensees, PMC does not design any tangible products for those 
licensees, nor does it work with manufacturers of those licensees' products in any 
way, nor does PMC monitor the quality of those licensees' products or services in 
any way, nor does PMC do any kind of safety checking on the products produced 
by those licensees, nor does PMC participate in any marketing efforts made on 
behalf of the products or systems licensed under its patents. 



Appendix at 462. fl ^tn^ appears that applicants' primary j 



{busin^ssxo^^ 



jJ)^uctioi^ 



3. THE LEGAL MYTH. 

As an initial point, the primary examiner clarifies, for the record, that he has performed a survey 
of the pattern of prosecution in applicants' patent portfolio because the primary examiner has not 
received requested cooperation from applicants and their counsels in understanding what subject 
matter applicants believe they are claiming, and because applicants have failed to supplement their 
current deficient responses. The primary examiner realized, during the summer of 1999, that the 



approximately 191 applications to which applicants Jaflege priority benefit to 1981J[of a total 



number of 329 applications) are replet^witha^ p attern of m ateriaj^misrepresen tatio ns of law and f 



^^^^fmtWilW^iitbrU As a consequence, the portfolio prosecution record adds up to a 



virtually meaninglessness record as to the merits and thus, among other things, [ha s caused ^ 



. — f 

^unjustifiable and prejudicial-delay J 
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More specifically, the primary examiner realized that the patent portfolio record is replete with a 

pattern of misrepresentations regarding Section 120 "consequence" (e.g., see Appendix at 507); 
misleading references to the 44-page parent application as "the specification" (e.g., see Appendix 
at 508); material written description factual omissions in response to 35 U.S.C. § 1 12 (Section 

1 12) rejections (both first and second paragraph), which failed to cite the 557-page specification; 

finally, among other things, applicants caused conflicting file wrapper histories from one 
application to another application, fhc^ 
^estopped from simultaneously assuming conflicting positions amonglhe ^N^ou^aLp]|h^^n^ 

As related to applicants' responses in the 191 applications, the portfolio is replete with a pattern 
of whaTappeafs Tib be intentional misre presentat ion o f the legal a pplication of Sections 120 and ^ 

Jrhe sheer number of these inaccurate responses has resulted in the loss of many years of 
the portfolio's prosecution, ^dl^han^ the^blic intere^. T^patten^^ 
runjustifiable^^ ofthe i piortfolio.prosecution, and is groundsforrejectionjjiLthe i 
Jbasis of lach^s^see amicus brief in support of Symbol Technologies v. Lemelson Medical. 
Educational & Research Foundation. Limited Partnership . Appendix at 000509-551; see also 
Timothy R. DeWitt, Does Supreme Court Precedent Sink Submarine Patents? . Appendix at 
000552-568; S£S_aisQ Personalized Mass Media Corp. v. T he Weather Channel, Inc.. et aL 899 F. 
Supp. 239 (E D. Va. 1995), Appendix at 000419-424: see also Ex parte Hull . 191 U.S.P.Q. 157 
(P.T.O.B.A. 1975)). 
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It appears that, for applications in which applicants claim priority benefit to 1981, applicants have 
been improperly characterizing the "the specification" as the 1981 44-page parent specification; in 
fact, both the 1981 specification and the 1987 557-page specification were the appropriate 
references. According to the applicants, all that was required to gain priority benefit would have 
been to demonstrate written description in the 44-page parent specification. However, applicants 
would have been required to demonstrate written description in both the 1987 and the 1981 
specification, in order to claim priority benefit to 1981. However, the written description of the 
1981 specification was not incorporated by reference or otherwise included in the 1987 
specification. This pattern of references to the wrong specification^ and the related material 
omissions of written description to the correct (1987) specification, has resulted in unjustifiable 
and prejudicial delay. Due to the lack of continuity of written description back to 1981, the 
current file history displays no justification for issuance of a patent in these applications. 
Additional improprieties are addressed later in this notice. 



4. FINAL NOTICE OF NON-RESPONSIVE AMENDMENT. 

Applicants' Request for Reconsideration (Request) is not responsive to the Initial Notice of Non- 
Responsive. (The Initial Notice of Non-Responsive applied to applicants' amendments.) 



Applicants' nonresponsive amendments are not fully responsive to the previous office actions. 
Applicants' continued failure to identify the proper written description, even after a request for 
proper written description by the primary examiner, as required under Section 1 12, has further 
caused unjustifiable and prejudicial delay. This is a Final Notice of Non-Responsive Amendment 
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from the primary examiner ("Final Notice"). 

a. init i al No tice from the Primary Examiner. 

The primary examiner previously brought the pattern of material omissions of written description 
to applicants' attention via the Initial Notice. According to the M.P.E.P., "[0]nce an inadvertent 
omission is brought to the attention of the applicants, the question of inadvertence no longer 
exists." M.P.E.P. 714.03. Accordingly, it is irrelevant whether the Non-Responsive 
Amendments "appear to be bona-fide " However, the Non-Responsive Amendments do not 
"appear to be bona-fide " in view of the evidence before the primary examiner. 3 [Th e materia l/ 
S ^sio^ relat^lo^ritten description remain unacceptable and improper undeM^lp^^ ^ 

b. Between September 1996 and October 1997. Applicants Relied Primarily on the 
1981 Specification. Contrary to the Requirements under 35 U.S.C. § 120 . 

Between September 13, 1996 and October 20, 1997, applicants consistently referred primarily to 

the 1981 specification in amendments submitted to the U.S.P.T.O. In doing so, applicants implied 

to the U.S.P.T.O, that citations to the 1981 specification, alone, were sufficient to establish 

priority benefit to 1981. 



3 These issues are related to materially analogous PATTERNS of communications 
between the applicants and the PTO in at least the co-pending application no 's which are now 
subject to this notice: 08/437,044; 08/437,937; 08/438,206; 08/438,659; 08/440,837; 08/441,880; 
08/442,165; 08/442,335; 08/442,507; 08/444,756; 08/445,290; 08/446,429; 08/446,494; 
08/447,71 1; 08/449,1 10; 08/449,413; 08/449,702; 08/449,800; 08/451,377; 08/459,216; 
08/469,078; 08/470,448; 08/470,476; 08/471,024; 08/474,139; 08/477,564; 08/478,794; 
08/482,573; 08/483,054; 08/483,174; 08/483,980; 08/487,408; 08/487,649; 08/488,378; 
08/498,002; 08/5 1 1 ,49 1 . However, such pattern extends to the entire patent portfolio 
prosecution corresponding to cases which allege priority benefit to the 44 page parent 
specification. An enumerated list of the portfolio minus the first six patents are illustrated in the 
APPENDIX at pages 000504-506. 
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Although applicants made "parallel citations," citing references to the 1987 specification in 
footnotes, applicants primarily cited the 1981 specification in the text of the amendments. 
However, applicants knew, or should have known that "continuity of disclosure" required 
substantive references to both the 1981 and the 1987 disclosures, as well as the current 
disclosure. 



On September 13, 1996, Thomas J. Scott, Jr., applicants' principal counsel, stated as follows, in 

discussing farePa um a n, 683 F.2d 405, 407 (C.C.P.A. 1982): 

Thus the basic requirements of Section 120 have been summarized as 

(1) copendency (i.e. the later filed application must be filed before "the prior 
application" is patented, abandoned or the proceedings are terminated); 

(2) continuity of disclosure (i.e. it relies upon and is supported by the parent 
application's specification); 

(3) coinventorship (i.e. the subsequent application lists the same inventor(s) as 
the parent); and 

(4) specific reference to the earlier application (i.e. the continuation application 
references the parent). 

Appendix at 000481. It appears, then, that applicants were aware at least as early as September 
13, 1996, that "continuity of disclosure" was required. Between September 1996 and October 
1997, applicants' amendments failed to adequately reference all written disclosures necessary to 
establish "continuity of disclosure," which Thomas J. Scott, Jr. recognized to be a "basic 
requirement." The amendments cannot be considered fully responsive. The non-responsive 
material omissions, related to written description, are unacceptable and improper under the law. 



Accordingly, the jion-responsive Amendmentsj loji^appearjoJ),e,bo Iggal 
rr^irements w 

c. Applicants Were Notified In Court As to the Proper Specification Under 
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35 U.S.C. § 120. Furthermore, Applicants Failed to Bring Such 
Notification to the Attention of the U.S.P.T.O.. Contrary to M P E P 
2001.06(c) . 

On October 20, 1997, in the ITC Investigation's Initial Determination, Administrative Law Judge 
Paul J. Luckern reproached applicants for improperly identifying written description from the 

1981 44-page parent specification/ Specifically, applicants received judicial notice that the 

written description for applicants' claims is necessarily found in the 1987 557-page specification 
and not the 1981 44-page parent specification. The non-responsive material onussionsof written 



[description arethus unacceptable and improper unleri^j^y Accordingly, the Non-Responsive 
Amendments do not "appear to be bona-fide. " 



There was inquiry as to whether "continuity of disclosure" existed. According to the 
Administrative Law Judge, applicants' counsel stated that to the extent the "[1981 44-page 
disclosure] has relevance, it is because it is part of the file history of the [1987 557-page 
disclosure]." Sfifi [Part 1 of 2] 1997 ITC LEXIS 307, *252 citing ITC transcript at 3658. 
However, "file history" in this case is not the same as "continuity of disclosure," which would 
have required that the written description of the 1981 disclosure be incorporated by reference or 
otherwise included in the 1987 disclosure. At no time did applicants' counsel establish 



4 The ITC Investigation began in 1996. Applicants filed a complaint with the United States 
International Trade Commission (the "Commission") asserting that various intervenors were 
importing Digital Satellite Systems (DSSs) that infringed applicants' patent claims in violation of 
19 U.S.C. § 1 .337(a) (1994) ("Section 337 M ). In response, the Commission instituted the 
investigation on December 18, 1996. See 61 Fed. Reg. 66695-96 (1996). The Intervenors and 
the Commission generally maintained the same positions. The ITC Investigation culminated in the 
Initial Determination of 450 pages. The Administrative Law Judge recommended that the 
Commission conclude that Section 337 had not been violated. 
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"continuity of disclosure." 

Approximately one year after instructing the Board of Appeals and Interferences at the PTO that 
the "basic requirements" 5 included "continuity of disclosure," applicants regressed to arguing that 
they should get priority benefit for satisfying only steps 1), 3), and 4). However, the ALJ 
recognized that common subject matter is required to satisfy Section 120 (in addition to the other 
requirements). 

d. A pplicants' Pattern of Improperly Identifying the Wrong Written Description In 
the Current Prosecuti on Began On or After Ap plicants Received Reproach for 
Improper Id entification o f Written Description In Court. 

After Judge Paul J. Luckern's reproach to applicants on October 20, 1997, applicants not only 

continued to focus on the 1981 disclosure in prosecution before the U.S.P.T.O., but ceased 

referencing the 1987 disclosure entirely. Furthermore, applicants began asserting to the 

U.S.P.T.O. that reference to the 1987 disclosure was unnecessary under Section 120. Given 

Judge Luckern's specific comments to the contrary, the non-responsive amendments do not 

appear to be bona-fide. Thus, the non-responsive material omissions are unacceptable and 

improper under the law. 

e. The Principal Counsel's Parenthetical Remarks in Application No 08/1 13.329 
Misinterpret In Re Bauman . 

Applicants' parenthetical remarks (Appendix at 000481), misstate the legal test for "continuity of 

disclosure." Specifically, the parenthetical remarks state that "continuity of disclosure" means 

that "it relies upon and is supported by the parent application's specification." Applicants have 



5 In re Bauman . 683 F.2d 405, 407 (C.C.P.A. 1982). 
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interpreted this to mean that the present claim must be supported only by the 1981 specification. 
However, this is wrong, and not supportable by In re Bauman which clearly requires 
"continuity;" i.e., a continuous chain of common subject matter. In this case, that would require 
the present claim to rely on and be supported by the written descriptions in both the 1987 and the 
1981 specifications. 

Applicants' misstatement of In re Bauman contributed to unjustifiable and prejudicial delay. The 
non-responsive material omissions related to written description are unacceptable and improper 
under the law. Accordingly, the non-responsive Amendments do hot "appear to be bona-fide. " 

Until recently, the primary examiner and other U.S. P. T O. examiners have relied in good faith on 
the principal counsel's misleading statements of law and related misrepresentation of the 1981 
"pg^isclosu^ (fe.g., Appendix at 000508). Thus, tKe UrS~P^T707hasbeen]| 

^sle^yapplicants' material om ission s related to the written description, tqjhe detriment <|f thfe ~/ 
public interest. 



Moreover, the applicants' material omissions of written description, insertion of misleading 
parenthetical content, and failure to identify the correct specification following both judicial notice 
by the court and notice by the primary examiner, have caused unjustifiable and prejudicial delay. 




f A pplicants Have Misled the U.S.P.T.O. In Other Instances 
Applicants have made additional misleading representations of Section 120. For instance, 
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Appendix at 000480 states as follows: 

The case law makes clear that the only relevant inquiry concerning claims filed 
in a subsequent continuation application pursuant to Section 120 is whether they 
are adequately supported in under Section 1 12, first paragraph, in the initial 
application. 

Paper 21, p. 27, 08/1 13,329 0329). 

This statement of the law is wrong; "continuity" is required, not only support in the "initial 

application." This misstatement has caused unjustifiable and prejudicial delay. The material 

question is whether both the 1987 and the 1981 specifications support the claims. Accordingly, 

the non-responsive material omissions of written description are unacceptable and improper under 

the law. The non-responsive amendments do not appear to be bona-fide. 

g. A pplicants Received Prio r Notice in Court that Any Lapse By The Examiner Does 
Not Exculpate Counsel . 

In the ITC Litigation, applications were judicially notified that 

. . . lapse on the part of an Examiner does not exculpate an applicant whose acts 
are intentionally deceptive. . . . 

See [Part 1 of 2] 1997 ITC LEXIS 307, *38, citing Northern Telecom Inc. v. Datapoint Corp .. 

908 F.2d 931, 15 U.S.P.Q.2d 1321, 1327 (Fed. Cir. 1990). |FoF^ 
^bh^intef^tTthe^fimary ex^^erstates for Jhe^ecord t hat h e firmly believes ityvj§ifie \.J 
rr ^^^^^^^^^^ ^^^^^^^^ ^^^^^^} Although applicants have attempted to blame 

the U.S.P.T.O., on numerous occasions, for unreasonable delay, applicants' m islead ing statemenpj 
tffp^i^^ an^preju^iaLdeJ^ prosec^tionTj 

The primary examiner must rely on Section 1 12 rejections in order to encourage a clear and 
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accurate explanation from applicants as to how applicants believe their own pending 
claims/limitations can be interpreted so as to be supported by the 1987 disclosure. If the pending 
claims are based on unfounded allegations of claim support in the 1987 disclosure, then 
applicants' demand for the examiner to fulfill his duty of determining the scope/meaning of 
applicants' currently pending claims is inexplicable. Applicants cannot expect an examiner to 
discern (much less "immediately discern") the meaning/scope of applicants' own claim limitations 
when these claim limitations incorporate terminologies having normal/conventional meanings 
vastly different from the meanings/scopes that are now attached to them by applicants' arguments. 
(These arguments were/are not part of the original disclosure.) 

The current patenTprosecution^^^^^^p pears to be d eggn^t^overwhelm thosej^g^/ 
\ alreadjThave "develops product^ahd systems in the mark^^^^the U.S.P.T.O., and the courts, 
^ood-faith developer^of products an d systems, jtsjwelLas the courts, sh ould x^y tbcj^mt^^^T] 
ov erwhelmed . 

It may be unusual for the issue of laches to arise during prosecution. However, the examiri^r haS / 
^j^^^^^^II^Mriil^^^P^ 1 ^ In Ex parte Hull . 191 U.S.P.Q. 157, the Board of 
Patent Appeals and Interferences (Board) held that "prior warning in preceding allowed 
applications" could sustain a rejection on the basis of laches. The Board stated " . . it is 
applicants 1 overall course of conduct rather than a number of continuing applications that is 
determinative and may result in forfeiture of right to patent " Thus, it is proper for the 
U.S. P. TO. to record facts and findings related to applicants' overall pattern of portfolio conduct 
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which would support rejection on the basis of laches. 



In addition, the Intellectual Property Owners Association (IPO) considers conduct causing 
"unjustifiable and prejudicial delay in prosecution" to be material to whether forfeiture of right to 
patent is appropriate under Supreme Court precedent. Appendix at 000509-55 1 ; see also 
Appendix at 000552-568 and 000419-424. The primary examiner must record the pattern of 
portfolio prosecution, and other related findings of fact that may be material to courts on the issue 
of laches. An accurate recounting of applicants' pattern of portfolio prosecution is in the public 
interest. 

h. 1995: The Weather Channel Litigation, The Doctrine of Laches, 
Inequitable Conduct and The Principal Counsel . 

In addition to applicants' ITC Litigation, applicants also initiated an earlier litigation using the 

same portfolio. See Personalised Mass Media Cqt>, v, The Weather Channel, ing„ et al, 899 F. 

Supp. 239 (ED Va. 1995), Appendix at 000419-424. 

In that case ("Weather Channel Litigation"), Thomas J. Scott, Jr., and the law firm of Howrey & 
Simon, in which Mr. Scott was a partner, were disqualified from serving as trial counsel for 
applicants. This disqualification occurred after the Weather Channel alleged inequitable conduct 
(for failure to disclose prior art) and laches against applicants, and moved to disqualify counsel on 
the basis that Mr. Scott was a potential witness on both issues. 

The Court observed as follows: 
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There is evidence that Scott had available to him information about prior art which 
was not timely filed in connection with the '825 application. If the jury were to 
believe that material was deliberately withheld, it would be prejudicial to PMMC 
because proof of such inequitable conduct would render PMMC's patents 
unenforceable. ... In sum, the record here establishes that some of Scott's 
testimony already is prejudicial to PMMC and other testimony reasonably may be 
characterized in that fashion without indulging in speculation or surmise. 

899 F.Supp. at 244. 

This Weather Channel opinion was published on September 8, 1995. However, applicants have 

continued a similar course of conduct in attempting to mislead the U.S. P. T O. as to the existence 

of prior art known to applicants to render the claims unpatentable. Given applicants' rebuke in 

the Weather Channel case, applicants have revised their prior art disclosure strategy, and have 

submitted over 2,200 references to prior art in the instant claims. However, applicants failed to 

specifically identify prior art known to applicants to read on the claims (since the prior art was 

cited against other co-pending applications claiming the same general subject matter). 

i. A pplicants' Overall Cond uct Has Caused Unjustifiable and Prejudicial Delay in 
Prosecution. 

Applicants have stated that the principal counsel is the "most knowledgeable person about the 
disclosures on file in the PTO, [and about] the . . . 300 pending applications for related patents 
[i.e. this instant application]." In addition, applicants have stated that the principal is "the expert 
on all aspects of the Company's patent position, including ... the company's development of its 
future [i.e. the current] patent prosecution strategy ..." However, applicants' prosecution 
"strategy" has caused unjustifiable and prejudicial delay. 

One needs only to read the ITC Investigation to appreciate how difficult it was for the ITC to 
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deal with a mere handful of applicants' crafted claims. In the instant case, the U.S.P.T.O. is faced 
with managing more than 5000 times that number of claims. p^Ufei^'^trate^of f 
^owwhelming the office, failing to specifically identify relevant^mor art and misleading the^ffiee 
asja wHSther continuity of descri ption ^^requjred ? ta^rauto^ 

i. The Number of Claims Filed Bv Applicants Is Unwarranted. 

As patent applications go in the broadcast arts, applicants' 1987 disclosure is on the lengthy side, 
comprising 557 pages of written description. Using the claim numbers set forth above, it can be 
conservatively estimated that applicants have submitted between 18 and 36 claims per page of the 
1987 description: i.e., about one claim for every 8.5 to 17.7 words. This claim-to-description 
ratio is higher when one considers only those portions of the 1987 written description on which 
the claims are actually based. Specifically, applicants' own expert witness, Mr. Davis, testified in 
the ITC Investigation that "you don't need to read all 310 . . columns [of the 1987 557-page 
disclosure]". Mr. Davis testified that "you can gain a complete understanding [of the 1987 557- 
page disclosure] on the first 25 to 30 columns." (Sfifi [Part 1 of 2] 1997 ITC LEXIS 307, *251.) 
These first 30 columns correspond to about 57 pages of the 1987 written description, which 
translates to a ratio of one submitted claim for every 1 to 2 words of written description. The 
above ratio also soars when one considers those of the tens of thousands of submitted claims for 
which applicants have alleged priority to portions of the 44-page 1981 written description (i.e. 
those of the present application). The number of claims filed by applicants has caused 
unjustifiable and prejudicial delay. 

ii. I D S. References Are Inappropriate and Irrelevant . 
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Applicants have filed approximately 2,200 references, many of which are irrelevant. The foreign 
language references cited were previously not accompanied by statements of relevance or 
translations and thus, not in compliance with 37 C.F.R. § 1.98. Numerous cited references are 
subsequent to the 1987 disclosure. Applicants also cited unrelated subject matter such as: U.S. 
Patent #33,189, (a beehive, see Appendix at 000501); GB 1565319 (a chemical compound); a 
coversheet titled "ZING" (Appendix at 000498-499); a computer print out from a library search 
with the word "LST" on it; a page of business cards, including that of James Cuddihy (Appendix 
at 000502); U.S. patent 2,731,197 titled "PIN BOX CONTROL MECHANISM" (Appendix at 
000500); U.S. patent no. 4,473,068, an intramuscular implant device for use in retention of the 
greater trochanter (entitled "trochanteric basket," Appendix at 000503); and numerous other 
irrelevant citations, ^h^e^arroi^^therl^ferences, create an onexous burden on the U.S ^F^C 




iii. Applicants 9 Preliminary Amendment Submissions Were Untimely. 
Furthermore. Applicants' Counsel's Requ est To Delay Prosecution Was 

Unreasonable. 

As evidenced by the Appendix at 000430-43 1, although applicants filed the 328 applications prior 
to June 8, 1995, they did not complete their preliminary amendments for those applications until 
June of 1996, a year after filing. The record shows that the former examiner, Mr. Bookbinder, 
was receiving requests to delay prosection from applicants' counsel Woolston as late as June 12, 
1996. Appendix at 000430. Applicants' untimely filing of their preliminary amendments caused 
unreasonable delay. 

iv. Applicants Have Filed Substantially Duplicate Claims in Different 
A pplications. Furthermore. Applicants Failed to Make a Good Faith 
Effort. Contrary to M.P.E.P. 2001.06(b) . 
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The Appendix at 000485-495 provides representative examples establishing that applicants filed 

substantially duplicate claims in most or all applications. In response to observation by the 

examiner of the presence of duplicate claims, applicants stated they 

acknowledge their duty to maintain a line of patentable demarcation 
between related applications. ... the applicants intend to make a good 
faith effort to alert the PTO of any instances in which the PTO treats 
such claims inconsistently. 

See paper no. 13 page no. 29 Section D, filed July 25, 1997, for portfolio application 08/487,851. 

Applicants titled this section "Duty to maintain line of patentable demarcation between related 

patents." However, it appears no "good faith effort" has been made. Applicants have not even 

alerted the U.S.P.T.O. how the representative claims were treated. Continued failure to inform 

the primary examiner of duplicate or substantially similar claims, as required by M.P.E.P. 

2001.06(b) (Appendix at 000496), further caused unjustifiable and prejudicial delay. During the 

summer of 1999, the^nci^^unseHidmitted to failing to alert the PT O when like claims had / 




For example, applicants have submitted the same claim and/or a broader version of the same 
claim. Applicants then failed to notify the U.S.P.T.O. of prior art rejections by other examiners 
on the same or similar claims in other applications. 

Application no. 08/459,218 ('218), claim 15, when compared to application no. 08/487,408 
( £ 408), claim 18, demonstrates this practice. These two claims recite the same general subject 
matter. Claim 15 is slightly narrower, recognizing that "data" is more limiting than "mass medium 
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programming," and "instruct signals" is more limiting than "portions of mass medium 

programming." Claim 15 was rejected under 35 U.S.C. § 102 ("Section 102") on February 23, 

1997, and also on April 16, 1998. However, applicants continued to submit claim 18 for 

examination without alerting the claim 18 examiner of the Section 102 prior art rejection of claim 

15. Applicants' failure to identify the appropriate prior art to the claim 18 examiner caused a 

delay of two years in rejecting claim 18, and violated M.P.E.P. 2001.06(b). Applicants' practice 

of duplicative submissions, and failure to notify the office of prior art rejections in the duplicative 

claim, has caused unjustifiable and prejudicial delay. 

v. Interview of June 16 r 1999 . 

The personal interview of July 16, 1999 (the "July 16, Interview"), related to withdrawing from 

issue application no. 08/484,858 ( 4 858), based on prior art teaching (the anticipation of '858 claim 

9 by the abandoned grandparent disclosure corresponding to U.S. patent no. 4,536,791, issued to 

Campbell et al). Although applicants had been aware of this prior art teaching, applicants failed to 

notify the '858 examiner of this teaching, resulting in an erroneous allowance of the claim. In 

attendance at the interview was acting Director Dwyer, Supervisor Faile, examiner Luther, 

applicant Harvey, principal counsel Thomas J. Scott, Jr., and counsel Donald J. Lecher. 

(1) Applicants' Principal Counsel Threatened to Seek a Writ of 
Mandamus . 

The July 16, Interview began with threats by applicants' principal counsel to seek a writ of 
mandamus from the courts in order to force the PTO to issue '858. Claim 9 of '858 was the only 
claim that was discussed. Claim 9 was anticipated under Section 102 by Campbell et aL, in 
teachings that counsel Donald J. Lecher had recognized during more than 20 hours of personal 
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interviewing earlier in 1999 on other applications (for example, application no. 08/470,571). 
Thus, the office was required to withdraw application no. '858 from issue, under 37 C.F.R. § 
1.313(b)(3) (unpatentability of one or more claims). Even though counsel Lecher acknowledged, 
in the July 16, interview, that claim 9 was anticipated by Campbell, applicants' principal counsel 
Scott continued to threaten a writ of mandamus. Mr. Scott stated that he "desired" the '858 
examiner's "interpretation" and "not" the current examiner's interpretations (or counsel Lecher's 
interpretation). However, neither Mr. Scott nor other counsel for applicants ever informed the 
'858 examiner that the same subject matter was under rejection in other applications. 

In the July 16 interview, the examiner stated that claim 9 of '858 read squarely on Campbell et 
al.'s Figure 12 with respect to column 17, lines 58-61 (this corresponds to the Campbell, et al. 
abandoned grandparent disclosure). Figure 12 detailed a combined medium presentation, 
consisting of the display of a "text display black screen" [graphic presentation] and a "video" 
[television presentation] alternately. These teachings of Campbell, et al., had previously been 
thoroughly covered in more than twenty hours of interviews for other applications (for example, 
application no. 08/470,571). In response, counsel Lecher stated, "The examiner's right." 
Applicant Harvey then said that "it didn't matter" that applicants recognized these teachings of 
Campbell in their other portfolio applications, because each application was considered separate. 
Applicant Harvey insisted that Campbell factual teachings were not universal from case to case. 
However, the examiner pointed out that Campbell, et al., teach a universal set of facts that are 
uniform from case to case. In both the cases at issue, Campbell teaches a combined medium 
presentation consisting of a graphic presentation and a video television presentation, alternating. 
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The principal counsel then said he "desired" to "benefit" from the '858 examiner's interpretation, 
"regardless of what Campbell teaches." This "desire" was disturbing, since Campbell does, in 
fact, teach an alternate display of graphics and video at Fig. 12. 

Applicants disregarded M.P.E.P. 2001.06(b) (Appendix at 000496) in attempting to procure 
different interpretations of Campbell from different examiners working on different applications, 
without disclosing to one examiner the use of Campbell in a rejection of the same subject matter 
against another application. However, applicants amended '571 to avoid Campbell (thereby 
conceding that Campbell was material on the same claimed subject matter), while failing to inform 
the '858 examiner of their amendment to avoid Campbell on that same subject matter. This 
practice is improper and contrary to the M.P.E.P. requirements; applicants are required to inform 
the respective examiners of potential conflicting U.S.P.T.O. actions. Applicants 9 failure to so 
inform the examiners resulted in the withdrawal from issue of the '858 application, and has caused 
unjustifiable and prejudicial delay in prosecution. 

(2) A pplicants Consistently Violated M.P.E.P. 2001.06(b) . 
Applicants continuously have failed to inform examiners of known conflict among applications 
containing the same claimed subject matter, but assigned to different examiners. For example, 
application no. 08/446,431 ('431) included a rejection of claim 13 under Section 102, citing 
Campbell as prior art, on February 14, 1997 ( see paper no. 12, page 23 paragraph 23). In 
response to this rejection, applicants stated that Campbell ". . . is completely silent on . . one of 
a simultaneous presentation and sequential presentation" (no. '431, paper 15, page 36, lines 9- 
11), The '43 1 examiner correctly pointed out that Campbell does teach "one of a simultaneous 
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presentation and sequential presentation" (for example, graphic and video, per Fig 12). 
Applicants then further amended claim 13 to avoid Campbell on February 24, 1998 (see no. '431, 
paper 17, page 2). 



However, on August 6, 1998, almost four months later, applicants attempted to procure letters 
patent for the same claimed subject matter in application no. 08/441,577 ('577). This application 
was rejected, with the examiner finding that "simultaneous presentation and sequential 
presentation" read on Campbell. In response to this rejection, applicants alleged "... Campbell 
lacks any concept of simultaneous or sequential output presented .". . " Applicants never 
informed the '577 examiner that applicants amended the '431 application to avoid rejection under 
Campbell. This constituted a violation of applicants' duty under M.P.E.P. 2001 .06 (b), and 
caused unjustifiable and prejudicial delay in prosecution. 

(3) DIRECTV "Overlays" Appear to H avg Been a T a r g et. 
One of the issues in the ITC Litigation was whether applicants had DIRECTV-like overlays. In 
the ITC litigation, the ALJ characterized DIRECTV overlays as follows (see [Part 1 of 2], 1997 
LEXIS 307, at *58): 

. . . Complainant [applicants' interest] has argued that three types of "overlays" are 
generated by the accused DSS systems, that "information concerning [a 
pay-per-view] movie . . . such as the start time, rating, and time" is a "video 
overlay" [i.e. a simultaneous or sequential presentation of e.g. graphic and video] 
related to "a viewer's reaction to specific content in that program;" and that "an 
information banner, which includes information such as the title and rating of the 
television program" is a video overlay [i.e. a simultaneous or sequential 
presentation of e.g. graphic and video] related to "said television programming;" 
and that "the Program Guide ... is a video overlay displaying information ... in 
response to the viewer pressing the appropriate button on the remote control . . . 
[i.e. a simultaneous or sequential presentation of e.g. graphic and video] . .." 
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In this case the ALJ found that applicants' claims did not read on the DIRECTV overlay due to 
applicants' simultaneous presentation of graphic and video material, while DIRECTV had 
sequential presentation of graphic and video material. However, subsequent to this case, 
applicants amended claim language in an apparent attempt to read on DIRECTV'S overlay. 
For this reason, it appears that counsel Scott's insistence on another interpretation of Campbell 
may have been because of his unwillingness to give up claims applicants hoped would read on 
DIRECTV'S overlay. However, Campbell clearly teaches applicants' claimed overlays. 
Applicants had a duty under M.P.E.P. 2001.06 (b) and (c) (Appendix at 000497-498) to keep 
each examiner informed of the treatment of the same claimed subject matter in other applications. 
[In failing to^inform examiner sjtjip pears tha tapplica nts' p rincipal counsel desired a "lapse"orT^ 
[tKeparfof an examineFnoTinformed of the potential conflict or of the issues raised in the 




vi. A pplicants have Acted Contrary to 37 C.F.R. § 10.85(aX4V(SV 
an d ( 6). 



The Appendix at 000001-334, contains a Microsoft Word "Compare Documents" comparison of 
the 1987 557-page specification with the 1981 44-page specification. Theoretically, the Compare 
Documents function underlines new subject matter in the 1987 specification. In addition, the 
function is intended to strike out 1981 subject matter deleted in 1987. The function is also 
intended to show no underlining or strikeouts when content between the two compared 
documents is the same. (The Compare Documents function is not foolproof, however, and the 
comparison attached does contain some comparison errors.) 
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However, most of the text in the comparison displays underlining, indicating that applicants added 
new subject matter to the 1987 disclosure. In addition, most of the 1981 specification has been 
struck. At first glance, there appears to be some limited common subject matter (for example, 
Appendix at 000013-015). 

Nevertheless, due to the context of the 1987 disclosure, even apparent common subject matter 
actually conveys different ideas and concepts than in the 1981 disclosure. To establish that 
applicants "possess" an invention, claiming priority benefit to 1981, applicants must trace the 
written description back through the 1987 disclosure to the 1981 disclosure. This they have not 
done. 

While the Document Compare function is fallible, it illustrates the severity of the applicants' 
failure to incorporate by reference. Applicants' responses, alleging that only the 1981 disclosure 
is relevant, appear intended to mislead the U.S.P.T.O. as to the lawful requirements of Section 
120 and 112. 

(1) A pplicants h ave Misguided the Examining Corps. 

Throughout the portfolio prosection, applicants' counsels have practiced a pattern of misguiding 

the examining corps with statements such as the following: 

Applicants . . . point out that the . . . subject application claims priority back to the 
application filed November 3, 1981. . . . Consequently, the Applicants will 
demonstrate disclosure only with respect to the [19]8 lease. 

See application no. 08/468,641, paper no. 12, page 22, first paragraph. In addition, 

The present application claims priority under 35 U.S.C 120 .... Consequently, 
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the Applicants will demonstrate disclosure only with respect to the '81 case. 
See application no. 08/479,024, paper no. 12, page 20, second paragraph. Also, 

The following . . . corresponds to the specification support in the right column ... 
See application no. 08/479,024, paper no. 17, page 30, last two paragraphs, referring to the 1981 
disclosure. Furthermore, 

The following table. .. corresponds to the specification . . . 
See application no. '641, paper no. 16, page 32, last paragraph, citing to the 1981 disclosure. 

These statements demonstrate a pattern of misguiding the patent examining corps as to the proper 
"specification." This pattern of misrepresentations is contrary to applicants' duties to the U.S.P.T.O. 
under 37 C.F.R. § 10.85 and 37 C.F.R. § 1.56, and continues a pattern of conduct for which 
applicants were admonished by Administrative Law Judge Luckem.^^pl^Et^^ern^^P 
fcffinn^iwlylfisl^ has^caused unjurtifia^l^^ 



Section 112 first paragraph requires applicants* 1987 disclosure to have conveyed, with reasonable 
clarity to those of ordinary skill in the art on September 1 1, 1987, that applicants possessed that 
which they now claim. For each pending claim, the examiner must determine whether one skilled in 
the art would have immediately discerned all of the claim limitations at issue from the disclosure at 
the time that the 1987 disclosure was originally filed . Examiner finds, under Section 1 12, that one 
skilled in the art would not have immediately discerned the claim limitations at issue from the 1987 
disclosure. 




Vll. 



Applicants Pid Not Possess The Claimed Invention. 
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(1) Applicants Did Not Possess Downloading Software 
Applicants have attempted to change the meaning of words from one disclosure to another in order 
to establish that one skilled in the art, on that date, would have discerned the claim limitations at 
issue from the 1987 disclosure. For instance, applicants' 1981 disclosure described a television 
distribution system that distributed digitally encoded instructions within the VBI of its distributed TV 
programming. These distributed instructions were used to cue the execution of specific software that 
was stored within "peripheral" devices located throughout the network. In the year 2000, applicants 
argue that a series of these distributed cuing signals represented a series of instructions for 
controlling a programmable processor and therefor represented computer software "programming " 
The examiner rejects this argument. This is equivalent to arguing that a computer input device such 
as a mouse, generates computer software programming because it, too, provides a series of 
instructions which cue specific computer software "programming" to be executed by the computer. 
Clearly, received instructions which cue a programmable processor/computer to execute designated 
portions of pre-loaded software do not constitute, nor, under Section 1 12, do they convey in an 
"immediately discernible" fashion, computer software "programming" in the conventional sense of 
such terminology. The meaning which applicant now attempts to give the terminology is repugnant 
and would not have been "immediately discernible" to one skilled in the art. It does not pass Section 
1 12 first paragraph muster. Applicants have argued new meanings solely for the purpose of 
establishing Section 112 first paragraph support for its use and introduction into the pending claims. 6 

6 While applicants use distorted definitions and interpretations of conventional terminology 
to justify subsequent introduction of these terms into applicants' original disclosure/claims under 
Section 1 12 first paragraph, applicants' legal arguments in alleging infringement against others 
have shown that applicants do not wish to be held to these distorted definitions and 
interpretations. Applicants argue for a process which would allow applicants to obtain patent 
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The example given above illustrates the kind of absurd arguments that the examiners of record have 
struggled to deal with throughout the prosection of applicant's 329 co-pending applications. J§||~7 



exSmple also demonstratesthe extent to whichapplicants will twist jnd bend the content of the 1987 



f disclosure in order to retroactively creat^support for c urrently recited subject matteij? This current 



subject matter was not, in fact, disclosed or described within applicant's 1987 disclosure. 



Examiner must rely on Section 1 12 first paragraph rejections in order to encourage a clear and 
accurate explanation from applicants as to how their own claims can be interpreted so as to be 
supported by the 1987 disclosure. The current claim limitations incorporate terminologies having 
current conventional meanings that are vastly different from the meanings and scopes that are now 
attached to them by applicants' current arguments. These arguments are not part of the original 
disclosure. 



Returning to the argument addressed above, applicants now drafts claims whose limitations include 
"computer software/programming" terminology so as to literally obtain patent coverage over the 
downloading of "computer software/programming" while, at the same time, trying to base their own 
alleged support for these newly introduced limitations on their 1981 disclosure's description of 
transmitted instructions which clearly did not comprise "computer software/programming" but only 
cued its execution, \jhisjsji blatant attempt to obtain literal patent coverage claiming priority to^ 
^T98TT6r somethinglhat applicant^idliof have inlheiFposseSion^s^fthe^l 98 1 filing dateT^ 

coverage over subject matter on the basis of current conventional meanings of art-related 
terminology when, in actuality, applicants obtained such patent coverage only through a distorted 
reading of the same terminology. 
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Applicants' numerous attempts to change the plain meanings of terms should be discouraged. 

viii. Applicants Failed to Time ly Complete the Alleged Consolidation 
Agreement . 

Applicants allege that in November 1998, they agreed to consolidate their applications into 79 
applications. As of March 7, 2000, applicants had consolidated approximately 25 percent of their 
applications. This issue is expected to be addressed in further detail in response to applicants' 37 
C.F.R. § 1.181 petition in application no. 08/470,571. Applicants' failure to consolidate their cases 
in a timely manner has resulted in unjustifiable and prejudicial delay of prosecution, contrary to the 
public interest. Obviously, the PTO cannot prosecute consolidated cases until such cases are, in fact, 
consolidated under the terms of the alleged agreement. 

5. APPLICANTS MAY EITHER OWE FEES, OR BE DUE A REFUND. 

a. A pplicants Have Perpetuated Small/Large Entity Confusion . 
Counsel Lecher (registration no. 41,933) admitted to the examiner (the "admission") that applicants' 
counsels, Messrs. C. Talbot (registration no. 34,262), Jeffrey Auerbach (registration no. 32,680), 
Michael J. Strauss (registration no. 32,443), and Thomas J. Scott, Jr. (registration no. 27,836) have 
been simultaneously making small and large entity fee payments at the direction, or under the 
supervision of, Mr. Scott. The examiner previously asked Mr. Lecher to explain the rational for 
these varying payments; however, Mr. Lecher provided no explanation. The Appendix at 000335- 
419 details a record of applicants' fee payments over the course of the portfolio prosecution over the 
last several years. This record demonstrates apparent discrepancies in applicants' claims to small 
entity fees. 
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b. There Are No A pparent Differences in Subject Matter for Large/Small 
Inventions . 

The primary examiner has considered various claimed subject matter of the applications having paid 
small entity fees (the "small entity inventions"). Additionally, the primary examiner has considered 
various claimed subject matter of the portfolio applications having paid large entity fees (the "large 
entity inventions"). Examiner cannot find a difference in claimed subject matter between the large 
entity inventions and the small entity inventions. This does not appear to a basis for a fee 
discrepancy. 

c. Applicants' Subject Matter Groupings Do Not Ap pear to Justifr a Fee 
Discrepancy . 

Applicants have indicated they have 56 subject matter groupings (the "56 groupings"). Appendix at 
000444-445. Counsel Scott alleges that each of applicants' 56 groupings (e.g. ADVT, ASIN, etc.) 
claim different subject matter (see 37 C.F.R. §1.181 Petition filed on March 7, 2000, in 08/470,571, 
page 9). Examiner finds that the 56 groupings do not, in fact, claim different subject matter. 

The primary examiner finds that the 56 groupings comprise substantially duplicate claims (see 
Appendix at 000485-495). For example, the first representative set of applicants' substantially 
duplicate claims compares "grouping NAUT," application 08/477,805, claim 25 and "grouping 
SETT," application 08/449,523, claim 11. The subject matter of "NAUT" claim 25 is the subject 
matter of "SETT" claim 1 1 . Claim 1 1 is merely a bit broader than claim 25. Likewise, others of the 
5 sets are from different groups, but claim the same subject matter. The primary examiner finds that 
these different "subject matter groupings" actually claim the same subject matter, and do not appear 
to form a valid basis for a fee discrepancy. 
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d. 



The Payment Record Demonstrates Discrepancie s Within th e Same Grouping 



The primary examiner has compiled a fee payment fact sheet for applicants' patent application 



portfolio ("payment record"). Appendix at 000335-419. This payment records demonstrates fee 
discrepancies even within the same "subject matter groupings." For instance, portions of the 
compiled record corresponding to the "NAVT grouping demonstrate differing payments for two 



applications within the "NAVT grouping, as follows (application no. 08/449,697 ('697) 



and 08/460,240 ('240)): 



08449697 24-May-95 SMALL BASIC FILING FEE UTILITY $365.00 

08449697 24-Sep-97 SMALL CLAIMS IN EXCESS OF 20 $ 22.00 

08449697 24-Sep-97 SMALL EXTENSION FOR RESPONSE WITHIN 3RD MO. $465.00 

08449697 16-Jul-98 LARGE EXTENSION FOR RESPONSE WITHIN 3RD MO. $950.00 

08449697 16-Jul-98 LARGE CLAIMS IN EXCESS OF 20 $484.00 

08449697 16-Oct-98 LARGE STATUTORY DISCLAIMER $110.00 



08460240 02^Jun-95 LARGE BASIC FILING FEE UTILITY $365.00 

08460240 30-NOV-95 LARGE INDEPENDENT CLAIMS IN EXCESS OF 3 $ 468.00 

08460240 30-NOV-95 LARGE CLAIMS IN EXCESS OF 20 $ 627.00 

08460240 23-Jun-97 LARGE EXTENSION FOR RESPONSE WITHIN 3RD MO. $930.00 

08460240 06^Jul-98 LARGE NOTICE OF APPEAL $310.00 

08460240 06-Jul-98 LARGE EXTENSION FOR RESPONSE WITHIN 3RD MO. $950.00 

08460240 16-JUI-98 LARGE FOR FILING A SUBMISSION AFTER FINAL $790.00 

REJECTION UNDER RULE 1.29(a) 



It is evident that the "small" and "large" labels for these applications are contradictory. The first 



column denotes the application number. The second column denotes the date the office received 



the payment. The third column, containing the labels "SMALL" or "LARGE," indicates the type 



of fee payment made. The fourth column indicates the type of transaction. The fifth column 



indicates the amount of payment. It is unclear why applicants have paid different fees for what 



they have alleged to be the same subject matter (Appendix at 000444). 



Counsel Lecher's admission appears to raise potentially significant consequences. £§§ DH 



Technology Inc. v. Svnergvstex International . 47 U.S.P.Q.2d 1865 (Fed Cir. 1998), Appendix at 
000446-461. It is the primary examiner's responsibility to recognize this admission and what may 
be improper fee payments. To date, applicants have provided no good-faith explanation that 
might explain the fee discrepancies. 

e. Erroneous Fee Paymen ts Would Violate the Alleged Agreement to Consolidate . 
Erroneous fee payments would be in violation of the alleged agreement for consolidation, because 
the abandonment of applications containing incorrect fee payments would bury the record of such 
errors. The primary examiner could not accept consolidated applications that accomplished such 
a purpose. Applicants' agreement to consolidate is premised on an assumption by the U.S.P.T.O. 
that such consolidation will accomplish lawful ends only. 

f. Applicants' Counsel Has Peen Aware of Fee Discrepancies Since 1995. 
Counsel Scott discussed small/large entity issues with the PTO as early as August 13, 1995. 
Appendix at 000425-426. It appears that, at that time, applicants had received notice of failure to 
include proper small entity certifications. 

i. Applicants Were Required to Update Small Entity Status. 

On September 7, 1995, Mr. Scott acknowledged that applicants were obligated to verify that 
small entity status was "still proper and desired" (37 C.F.R. 1.28) when they filed their 329 
applications. Appendix at 000443 . 

ii. A pplicants Changed Entity Size Status Within Applications . 

On October 30, 1995, applicants changed application no. 08/441,701 from small to large entity 
status. Appendix at 000432-433. On December 4, 1995, applicants changed application no. 
08/469,496 from large to small. Appendix at 000434-435. (In that case, Mr. Scott attached a 
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verified entity declaration recognizing 37 C.F.R. § 19(d),(f), 37 C.F.R. § 1.27(c), 13 C.F.R. § 
121.12, and 37 C.F.R. § 1.28.) 



Applicants have attempted to justify varying payments based on a "fields of use" clause from 

applicants' portfolio licenses. Specifically, Mr. Scott stated as follows: 

Upon review of (1) the claims as filed in the application as a result of the 
preliminary amendment and (2) the "field of use" clause in the application's 
assignee's license contract with a firm that is now a large entity, it has come to 
applicants' attention that the present application requires large entity status. 

Appendix at 000436. 

However, over the duration of many months, applicants' "strategy" has included a pattern of 
changing one or another of the portfolio's 329 applications to and from small and large entity. 
Further, the portfolio fee payment record reflects applicants' counsels signing both small and large 
fee transmittal letters for the portfolio, on the same day. -The fact t h at t he same counsefwouldj^ 
(jtsign^pijar^^ 

^nygntions, cffinnglhe^a meTu bject matter , does not appear to b^inadveft^t J 



iii. In May 2000 Applicants' Counsel Admitted to Paving Deficient Fees On and 
A fte r S eptem ber 26, 1995 . 

Recently, Mr. Scott notified the PTO that applicants were large entity, but paid small entity fees 

erroneously since 1995. Appendix at 000437-442. Specifically, Mr. Scott stated that applicants 

erroneously paid small entity fees on the following dates: 

( 1 ) May 3 , 1 999 (Appendix at 00043 7), 

(2) March 15, 1999 (Appendix at 000438), 

(3) January 21, 1997 (Appendix at 000439), 

(4) September 26, 1995 (Appendix at 000441), and 

(5) October 18, 1 999 (Appendix at 00044 1 ). 
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Mr. Scott identified these dates of erroneous payment almost five years after the August 13, 1995, 
personal interview. Appendix at 000425-426. In addition, these erroneous payments were 
identified almost five years after Mr. Scott's September 7, 1995 acknowledgment that 37 C.F.R.§ 
1.28 governs small entity fees. Appendix at 000443. 

iv. A pplicants Have Paid Small Entity Fees for Large Entity Licensees . 
It appears that exclusive licensees of applicants pay applicants for their prosecution fees. 
Appendix at 000474-478, Sfifi [Part 2 of 2] 1997 ITC LEXIS 307, *173, *174 (FINDINGS OF 
FACT 323, 325, 339, 340, 341). Various large entities have exclusive license to applicants' entire 
patent portfolio, in exclusive "fields of use " Appendix at 000462-463, fact 161; Appendix at 
000465, fact 166, 168; Appendix at 000466, fact 171; Appendix at 000467, fact 198, 205, 206; 
Appendix at 000468, fact 220; Appendix at 000472.5, facts 295-296; Appendix at 000474, facts 
312, 320, 323, 324, 325; Appendix at 000475, facts 334, 337, 339, 340, 341; Appendix at 
000477, fact 351, 352; Appendix at 000478, fact 358-362, 368. For instance, Starsight, which 
appears to be a large entity, apparently paid for the prosecution of the '277 patent. Appendix at 
000474, fact 323. However, applicants have paid small entity fees, when exclusive licenses were 
given to large entity licensees. 



6. COURTS ASSUME THAT THE PRIMARY EXAMINER DOES HIS JOB. 
In the ITC Litigation, the respondents accused the applicants, among other things, of 

(i) intentionally withholding material, non-cumulative references from the 
Patent Office Examiner during examination of the applications in hopes of 
obtaining a patent having a claim scope to which they were not entitled; 

(ii) intentionally misrepresenting the art before the Patent Office Examiner, 
as it related to the claims; 
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(iii) overwhelming 7 the Patent Office Examiner by burying highly relevant, in 
fact, anticipating references among hundreds of references having a lesser 
relevancy 8 ; and 

(iv) failing to point out an obvious error of the Patent Office Examiner . . . 
unenforceable because of applicants* "intentional failure" to disclose "highly 
material and invalidating" information 9 . . . . 

Respondents specifically contend that inventor Cuddihy should have disclosed 
a "Proposed Capital Venture" to the Patent Office . . . it appears that there 
was no "meaningful" examination ... the examination is fraught with errors 
that would not have been made had it been conducted in a "procedurally 
proper manner;" and that it appears that the cited references were not . . . 
"meaningfully reviewed" in the examination by the Examiner. . . . It was 
further asserted that based on a review of the '277 patent file wrapper, it 
appeared that the ! 277 patent also is unenforceable due to failure to comply 
with 35 U.S.C. § 151 by failure to file the entire issue fee. 

[Part 1 of 2] 1997 ITC LEXIS 307, *24-26. 

In response to the above allegations, the ALJ weighed the examiner's job performance against the 
applicants' pattern of prosecution. The ALJ did not dispute negative allegations related to the 
previous examiner's job performance, but assumed that, under the law, government officials do 
their jobs (" . . it is assumed that public officials do their assigned jobs "). See [Part 1 of 2], 1997 
ITC LEXIS 307, *38 citing Molins PLC v. Textron Inc . . 48 F.3d 1 172, 80 U.S.P.Q.2d 1823, 
1832 (Fed. Cir. 1995). While in that case, the ALJ recognized the examiner's poor job 
performance, and did not find inequitable conduct against applicants, the general rule remains that 
a public official is assumed to perform his assigned job. 



7 "Overwhelming" in that case meant over 200 references, while in the present prosecution 
there are over 2,200 prior art references. 

8 In the present prosecution the irrelevant references include "ZING", "PIN BOX", "BEE 
HIVE", business cards, "Trochanteric Basket" a medical implant device, etc. 

9 See, e.g., the June 16, 1999, Personal Interview. 

37 



7. CONCLUSION: THE PRIMARY EXAMINER IS DOING HIS ASSIGNED JOB. 
It would be easy for the primary examiner to ignore applicants' patterns of conduct, and ignore 
the fee payment admission. However, the M.P.E.P. states that "[0]nce an inadvertent omission is 
brought to the attention of the applicants, the question of inadvertence no longer exists." 
M.P.E.P. 714.03. For this reason alone, applicants' non-responsive amendments are not bona- 
fide. Moreover, the primary examiner's job requires identifying applicants' overt irregularities 
and material failures or violations. Therefore, the primary examiner has demonstrated that the 
non-responsive amendments cannot be bona-fide by showing applicants' prior knowledge and 
subsequent improper practices. These continuing practices occurred both in the pattern of 
portfolio prosecution and in the fee payment record. fn]ic^^ 

^provided examples of instance^in which applicants^aused unjustifiable ^prejudicial d|^itt^ 
^ pr0$|§^ In addition to this notification of non- 

responsive amendments, the primary examiner finds that rejection on the basis of laches is 
supportable. 

Any inquiry concerning this communication or earlier communications from the primary examiner 
should be directed to William Luther, whose telephone number is (703) 308-6609. 

William Luther 
Primary Examiner 
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